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By The 
Numbers

White-Collar Prosecutions On The Decline
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Source: Transactional Records Access Clearinghouse (TRAC) at Syracuse University



By The 
Numbers

White-Collar Prosecutions Plummet in the 
Wake of COVID-19
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Source: Transactional Records Access Clearinghouse (TRAC) at Syracuse University



By The 
Numbers

White-Collar Prosecutions Declined 
Significantly in ND Cal. Prior to 2019
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By The
Numbers
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Increased Emphasis on White-Collar 
Enforcement in N.D. Cal.

- 24% increase in federal criminal prosecutions in 2019

- 9% increase in white-collar cases charged in 2019

- Establishment of “Corporate Fraud Strike Force”

- Prosecution of corporate fraud, cybercrime, civil 
rights, insider trading, and public corruption

- Emphasis on increasing speed of prosecutions

- Aggressive law enforcement tools (wiretaps, search 
warrants, criminal complaints, etc.)

- Increased resources and hardball tactics
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COVID-19
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Effects on Federal Prison Conditions and Sentencing 
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By the Numbers

~44,000 inmate cases (1 out of every 3)

~6,000 BOP staff cases (1 out of every 6)

200 inmate deaths

3 BOP staff deaths

Harsh Conditions of Confinement

Solitary “quarantine” upon arrival and departure

Reduced access to facilities and visitation



Focus on Pandemic-Related Crimes
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March 2020: DOJ Memo to US Attorneys
- “[P]rioritize the detection, investigation, and prosecution of all criminal conduct 

related to the pandemic.”

- Fake cures
- United States v. Grenon (S.D. Fl.)

- Price gouging 
- United States v. Bulloch (E.D.N.Y.)

- Defrauding the PPP
- United States v. Staveley (D. R.I.)

- Securities fraud / insider trading
- SEC action against Cheesecake Factory
- Investigation of U.S. Senators 



Brady Disclosures
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What are Brady Disclosures?
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Brady v. Maryland (S. Ct. 1963)
- “[T]he suppression by the prosecution of evidence favorable to an accused 

upon request violates due process where the evidence is material either to 
guilt or punishment.”

- Good/bad faith irrelevant 

Giglio v. United States (S. Ct. 1972)
– Failure to inform defendant of gov’t cooperator’s leniency agreement violates 

due process

– Cooperator’s credibility was an “important issue in the case, and evidence of 
any understanding or agreement as to a future prosecution would be relevant”



The Due Process Protections Act (Oct. 21, 2020)
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(F) REMINDER OF PROSECUTORIAL OBLIGATION.—
(1) IN GENERAL.—In all criminal proceedings, on the first scheduled court 

date when both prosecutor and defense counsel are present, the judge shall issue 
an oral and written order to prosecution and defense counsel that confirms the 
disclosure obligation of the prosecutor under Brady v. Maryland, 373 U.S. 83 
(1963) and its progeny, and the possible consequences of violating such order 
under applicable law.

(2) FORMATION OF ORDER.—Each judicial council in which a district court 
is located shall promulgate a model order for the purpose of paragraph (1) that 
the court may use as it determines is appropriate.



Brady Disclosures
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United States v. Nejad (S.D.N.Y.)
- Dismissed charges against Nejad after conviction for evading U.S. sanctions 

against Iran

- During trial, government belatedly disclosed exculpatory letter showing OFAC 
was informed of a transaction at issue and took no enforcement action. 

- Prosecutors intentionally “buried” the letter in a production of other documents 
during trial, without identifying it as a newly-disclosed document

- Prosecutors misleadingly imply to the Court that they had informed the defense 
that the letter was being disclosed for the first time



Brady Disclosures
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United States v. Nejad (S.D.N.Y.) (Cont’d)
- Judge Nathan issues a blistering 42-page opinion castigating prosecutors for 

failing to comply with their Brady obligations

- Requires prosecutors on the case team to submit explanations for their failures 
in sworn declarations

- Requires US Atty in SDNY to ensure that every AUSA to read the opinion



Brady Disclosures
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Varsity Blues (D. Mass.)



Brady Disclosures
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Varsity Blues (D. Mass.) (Cont’d)
- Judge Gorton denies parents’ motion to dismiss

- The government’s failure to turn over the notes sooner was “irresponsible and 
misguided,” but “the Court is satisfied that the government has not lied to or 
misled the Court”

- Notes still produced to defense before trial

- Whether or not payments were “bribes” vs. “donations” is a jury issue, and 
defendants will have “ample opportunity” to cross-examine Singer at trial

- No need for a pre-trial evidentiary hearing



Trump
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Subpoenas for Financial Records
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Trump v. Vance (S. Ct.) – NY AG
- Subpoena for Trump tax records as part of NY state criminal investigation
- Majority: “President is neither absolutely immune from state criminal subpoena 

seeking his private papers nor entitled to a heightened standard of need”
- Concurrences/Dissent: Would apply heightened need standard (US v. Nixon)

Trump v. Mazars USA (S. Ct.) – US House
- Subpoenas for Trump financial records as part of House investigations
- House may “issue subpoenas to assist in carrying out its legislative 

responsibilities,” but there are “significant separation of powers issues”
- 4 factor test



Political Interference in DOJ
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White-Collar Pardons and Commutations
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- Anthony Levandowski

- Robert Zangrillo

- David Tamman

- Michael Liberty

- William Walters

- James Austin Hayes

- Drew Brownstein

- Sholam Weiss

- Albert J. Pirro Jr.



Fraud / FCPA / Public Corruption
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Extraterritorial Application of the Wire Fraud Statute
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United States v. Napout (2d Cir.)
- Use of the domestic wires must be “central to the alleged schemes”

United States v. McLellan (1st Cir.)
- It was McLellan’s “domestic conduct through domestic wires that spurred his 

prosecution”

United States v. Hussain (9th Cir.)
- “Since each count of wire fraud involved the use of a domestic wire, each 

conviction is a domestic application of the statute”

All three decisions find sufficient use of domestic wires to trigger domestic 
application of the wire fraud statute



Extraterritorial Application of the FCPA
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United States v. Hoskins (D. Conn.)
- British national, former executive of French company Alstom SA, charged with 

bribing an Indonesian government official

- DOJ argued that Hoskins was acting as an agent of Alstom’s US subsidiary

- District Court rejected DOJ’s broad extraterritorial application of the FCPA

- Insufficient evidence that Hoskins was an “agent” of the Alstom US subsidiary



Bridgegate: SCOTUS Limits Property Fraud
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Kelly v. United States
- The “object” of the fraud must be to 

obtain “money or property” 

- Gov’s theories:
- Directed at Port Authority property—the 

physical lanes
- Deprived the Port Authority of costs of 

staff who performed work on the “study”

- SCOTUS: “Incidental byproducts,” not 
the “object”



Looking Ahead Post-Covid Reopening of the Criminal Justice 
System

Biden Administration 
- Merrick Garland (Atty General)

- Nicholas McQuaid (Head of Criminal Division)

- Gary Gensler (Chair of SEC)

SCOTUS Shakeup with Coney Barrett

Van Buren v. United States

Varsity Blues Trials

United States v. Elizabeth Holmes
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Thank you!
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Brook Dooley has extensive experience handling complex civil litigation and white collar criminal 
matters. He has represented individuals and businesses in civil cases involving breach of contract, 
securities fraud, breach of fiduciary duty, and professional negligence claims. Mr. Dooley has also 
represented numerous individuals and companies under investigation or indictment by the Department 
of Justice. He litigates matters throughout the United States and has tried cases to verdict in many state 
and federal courts, and before arbitration panels. 

Cases of Note 
SE CURIT IE S AND E XCHANGE  CO MMISSION V .  FO RMER CHIE F E XE CUTIVE  O FFICE R 
We defended the former CEO of Fannie Mae in an SEC action filed in the Southern District of New York 
related to Fannie Mae’s disclosures regarding its exposure to “subprime” and “Alt-A” residential 
mortgages. We secured a favorable settlement for our client shortly before trial. 

SE CURIT IE S AND E XCHANGE  CO MMISSION V .  EXE CUTIV E 
We defended a former Citigroup executive in one of the rare financial crisis cases to go to trial. He 
worked on the structuring desk at Citigroup and was charged with securities fraud in connection with 
Citigroup’s 2007 marketing of a $1 billion collateralized debt obligation (CDO) backed by assets tied to 
the housing market. In its enforcement action the SEC contended that Citigroup had played a role in the 
selection of the CDO’s underlying mortgage securities and had taken a short position in those securities. 
The SEC contended that our client was negligent for not disclosing information about Citigroup’s actions 
in its marketing materials. After a two-week jury trial in the Southern District of New York with Judge 
Rakoff presiding, the federal jury rejected the SEC’s case and found our client not liable on any of the 
SEC’s claims. 

FE DE RAL DE PO SIT INSURANCE  CO RPO RATIO N INVE STIGATIO N 
We achieved a favorable resolution of an FDIC investigation of the former President and Chief of 
Operating Officer of a southern California bank in connection with the bank’s Option ARM and reduced 
documentation lending practices. 

Brook Dooley 
Partner 

bdooley@keker.com 

(415) 773-6639 

Practice Areas 
Consumer & Class Actions, Contract & 
Commercial, Intellectual Property, Pro Bono, 
Professional Liability, Securities, White Collar 
Criminal 
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UNITE D STATE S V .  E XE CUTIV E 
We represented  an investment fund executive charged with criminal tax fraud related to a tax-shelter 
transaction that the fund designed and implemented. We resolved the matter by negotiating a plea to 
reduced charges. 

UNITE D STATE S V .  FO RME R CHIE F E XE CUTIV E O FFICER 
We persuaded the U.S. Attorney to abandon its criminal stock options backdating investigation of our 
client, a former CEO. We then sued our client's former company for terminating its relationship with 
him, and voiding his retirement benefits worth tens of millions. The company agreed to pay our client 
$16.5 million. 

UNITE D STATE S V .  ATTO RNE Y 
Special prosecutors appointed by the United States District Judge charged our client, a nationally-known 
Mississippi trial attorney, with federal criminal contempt. We persuaded the court to dismiss the 
charges following an order to show cause. 

UNITE D STATE S V .  ATTO RNE Y 
We represented a nationally-known Mississippi trial attorney in multiple federal criminal cases alleging 
judicial bribery and honest services fraud. Our client received favorable plea agreements. 

UNITE D STATE S V .  LAWYE R 
The U.S. Attorney’s Office investigated our client, a prominent plaintiff’s lawyer, in connection with the 
federal criminal investigation of his firm's historical payment of referral fees in class action litigation. We 
negotiated a very favorable plea deal before charges were filed. 

TE CHNO LO GY CO MPANY V .  INTE RNE T SEARCH E NGINE 
We defended a leading Internet search engine in a high-stakes binding arbitration. The founders of a 
company acquired by our client alleged our client breached the merger agreement, and sought 
hundreds of millions in earn-out compensation. A three-judge panel found in favor of our client on all 
counts.  

PLAINTIFF V .  SO FTWARE CO MPANY 
We defended a leading enterprise and mobile software company against breach of contract and related 
claims. The foreign plaintiff alleged he had entered into a joint venture with a company subsequently 
acquired by our client. We quickly mastered the facts and documents in the case, pushed for early 
depositions of the key witnesses and an expedited resolution through arbitration, and thus were able to 
secure a favorable settlement. 

PLAINTIFFS  V .  TE CHNO LO GY CO MPANY 
We successfully handled a series of state and federal class actions, and related derivative actions for our 
client concerning its alleged failure to disclose discord among its management. In the federal cases, we 
prevailed on a motion to dismiss and the subsequent appeal before the U.S. Court of Appeals for the 
Ninth Circuit. In the state cases we also secured dismissals. 

Education 
Georgetown University Law Center, J.D., magna cum laude, 2003 

University of Chicago, A.B., 1996 



 

5   Keker, Van Nest & Peters LLP   |   633 Battery Street, San Francisco, CA 94111-1809   |   415 391 5400   |   keker.com   |   ATTORNEY WORK PRODUCT; ATTORNEY-CLIENT PRIVILEGED  

Awards & Honors 
• Rising Star, Northern California Super Lawyers, 2012-2014 
• Order of the Coif, Georgetown University Law Center 
• Associate editor, Georgetown Law Journal 

Clerkships 
Hon. Myron H. Thompson, U.S. District Court, Middle District of Alabama, 2003-2004 

Admissions 
California 

Professional Affiliations 
• Board of Directors, Law Center to Prevent Gun Violence 
• Board of Trustees, St. Paul’s Episcopal School 
• National Association of Criminal Defense Lawyers 
• American Bar Association, Business Law, Criminal Justice, and Litigation Sections 
• Bar Association of San Francisco 

Publications & Presentations 
• Top White-Collar Criminal Trends of 2019, Daily Journal, 2020 
• Reviewing 2019's White Collar Cases And Controversies, Law360, 2020, co-authored with Eric 

MacMichael, Nick Goldberg, and Cecily Harris. 
• White Collar Cases and Trends to Watch at High Court, Law360, 2019, co-authored with Cody Gray. 
• "White Collar Crime and Securities Enforcement: 2017 in Review," Bloomberg BNA White Collar 

Crime Report, 2018, co-authored with Eric MacMichael, Nicholas Goldberg, and Cecily Harris 
• "White Collar Crime and Securities Enforcement: 2016 in Review," Bloomberg BNA White Collar 

Crime Report, 2017, co-authored with Eric MacMichael and Nick Goldberg 
• "Official Acts and McDonnell v. United States,” Westlaw Journal’s White-Collar Crime, 2016 
• "2015 in Review: Securities Enforcement," Bloomberg BNA Corporate Law & Accountability Report, 

2016, co-authored with Eric MacMichael and Julia Choe 
• "White Collar Crime and Securities Enforcement: 2015 in Review," Bloomberg BNA White Collar 

Crime Report, 2016, co-authored with Eric MacMichael and Nick Goldberg 
• "White Collar Crime and Securities Enforcement," Bar Association of San Francisco, 2015 
• "White Collar Crime and Securities Enforcement: 2014 in Review," Bloomberg BNA White Collar 

Crime Report, 2015, co-authored with Eric MacMichael 
• "White Collar Crime and Securities Enforcement: 2013 in Review," Bloomberg BNA White Collar 

Crime Report, 2014, co-authored with Eric MacMichael and Andrew Dawson 
• "Securities Enforcement: 2013 in Review," Bloomberg BNA White Collar Crime Report, 2014, co-

authored with Matan Shacham 
• "Section 17(a) of the Securities Act of 1933: Unanswered Questions," Bloomberg BNA Securities 

Regulation & Law Report, co-authored with Matan Shacham, 2013 
• "White Collar Crime and Securities Enforcement: 2012 in Review," Bloomberg BNA White Collar 

Crime Report, 2013 
• "Trends in White Collar Crime and Securities Enforcement," Bar Association of San Francisco, 2013 
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Eric MacMichael has extensive experience handling white collar criminal matters and complex civil 
litigation. He has represented numerous individuals and companies under investigation or indictment by 
the Department of Justice in such areas as securities fraud, insider trading, banking-related crimes, tax 
evasion, accounting and revenue recognition fraud, antitrust (including bid rigging), computer crimes, 
mail and wire fraud. Mr. MacMichael has also represented businesses and individuals in cases involving 
trade secret misappropriation, breach of contract, breach of fiduciary duty, and professional negligence 
claims. He litigates matters throughout the United States and has tried a dozen cases in state court, 
federal court and arbitration. 

He was awarded the 2012 California Lawyer magazine California Lawyer of the Year (CLAY) award for 
achievements in pro bono work for overturning the unjust conviction of Caramad Conley, imprisoned for 
more than 18 years for a crime he did not commit. 

Cases of Note 
AMGE N V .  COHE RUS BIO SCIE NCE S 
We are defending biosimilar maker Coherus Biosciences against trade secret litigation brought by 
Amgen over its chemotherapy drug Neulasta. Through the defense of this litigation, Coherus seeks to 
defend its right to introduce a biosimilar to market that will provide much needed competition and price 
savings to patients. 

PLAINTIFF V .  LAW FIRM 
Following a week-long arbitration, we secured a complete defense verdict for our law firm client in a 
malpractice action arising from a $30 million unsuccessful real estate deal involving a large vineyard 
development and a sustainable community west of Sacramento. We defeated all of the plaintiffs’ 
asserted claims and the client was awarded $210,000 in unpaid attorney’s fees on its counterclaim. 

RO BIN ANTO NICK V .  E LE CTRONIC ARTS INC. 
Robin Antonick, programmer of the John Madden Football video game for the Apple II that was released 
in 1988, alleged that EA owed him royalties on sales of all Madden Football video games over the last 
twenty-two years. Antonick claimed that all Madden games since 1990 are derivative works of the game 

Eric H. MacMichael 
Partner 

emacmichael@keker.com 

(415) 773-6624 

Practice Areas 
Consumer & Class Actions, Contract & 
Commercial, Intellectual Property, 
Professional Liability, Securities, White Collar 
Criminal 
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he programmed, and he was therefore owed royalties under a 1986 contract with EA. On behalf of EA, 
we contended that none of Antonick’s source code, which was written for a more primitive platform and 
was outdated by the time it was released, was ever used in any subsequent Madden game. Although the 
jury found in favor of Antonik, U.S. District Judge Charles Breyer later entered judgment for EA, 
reversing the award and strongly discouraging similar suits based on additional versions of the game. 
Judge Breyer's ruling was affirmed on appeal. 

SE CURIT IE S AND E XCHANGE  CO MMISSION V .  FO RMER CHIE F E XE CUTIVE  O FFICE R 
We defended the former CEO of Fannie Mae in an SEC action filed in the Southern District of New York 
related to Fannie Mae’s disclosures regarding its exposure to “subprime” and “Alt-A” residential 
mortgages. We secured a favorable settlement for our client shortly before trial. 

SE CURIT IE S AND E XCHANGE  CO MMISSION V .  EXE CUTIV E 
The Securities and Exchange Commission launched a securities fraud suit in California federal court 
against our client, a former vice president of sales. The SEC claimed he grossly inflated his company's 
revenue in order to raise additional capital from investors. We also defended him in a parallel criminal 
investigation. We were able to prevent any criminal charges from being filed, and resolved the SEC case 
for a small penalty. 

UNITE D STATE S V .  LANCE  ARMSTRO NG 
We represented American cyclist and seven-time Tour de France champion Lance Armstrong in 
connection with the U.S. Department of Justice's investigation into professional cycling, which 
terminated on February 3, 2012 with the announcement that there would be no charges and the 
investigation was being closed. 

UNITE D STATE S V .  E XE CUTIV E 
We defended a high-ranking company official in one of the nation’s first criminal stock options 
backdating cases to go to trial. We obtained the dismissal of the majority of the charges. Our client was 
sentenced to 60 days imprisonment on the remaining charges. 

AUL CO RPO RATIO N V .  E XE CUTIV E S 
We represented three individuals in a breach of contract and California corporations code action 
relating to terms of an investment contract. We settled the case favorably for our client before going to 
trial. 

CARAMAD CO NLE Y V .  STATE  O F CALIFO RNIA 
In this pro bono habeas corpus case, we overturned the unconstitutional conviction of Caramad Conley, 
who had been wrongly sentenced to life in prison without the possibility of parole for a double homicide 
he did not commit.  We discovered thousands of dollars of undisclosed payments and other benefits 
given to a the linchpin prosecution witness by the San Francisco police, none of which had ever been 
disclosed to Mr. Conley or his trial counsel. We used this evidence to convince California Superior Court 
Judge Marla Miller to vacate Mr. Conley’s conviction. The State elected not to appeal Judge Miller’s 
ruling or retry Mr. Conley, and instead released him from custody after 18 years of unlawful 
imprisonment. For his efforts on Mr. Conley’s behalf, lead trial counsel Dan Purcell was awarded the 
2012 California Lawyer magazine Attorney of the Year Award for achievements in pro bono work. 

RE MBRANDT TE CHNO LO GIE S,  INC.  V .  CO MCAST CABLE  CO MMUNICATIO NS,  LLC 
We defended Comcast in a nine-patent case involving high-speed Internet and digital TV services. 
Rembrandt originally filed the case in the Eastern District of Texas, but in conjunction with other co-
defendants, we obtained multi-district consolidation and transfer to the District of Delaware. Based 
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upon claim construction rulings, Rembrandt conceded non-infringement of eight of the nine patents, 
preserving only its right to appeal the claim construction as to the ninth. The Federal Circuit then upheld 
the claim construction on that last patent, resulting in non-infringement. We also helped Comcast 
secure an exceptional-case determination and a resulting award of over $10 million in fees and costs. 

Education 
UC Berkeley School of Law, J.D., 2003 

University of California, San Diego, B.A., magna cum laude, 1999 

Awards & Honors 
• California Lawyer of the Year, California Lawyer, 2012 
• Order of the Coif, UC Berkeley School of Law , 2003 
• Prosser Award in California Marital Property, 2003 
• Prosser Award in Contracts, 2000 
• Certificate in Law and Technology from the Berkeley Law and Technology Program 

Clerkships 
Hon. Samuel Conti, U.S. District Court, Northern District of California, 2003-2004 

Admissions 
California 

Professional Affiliations 
• Former Co-Chair of the ABA International Criminal Litigation Subcommittee 

Publications & Presentations 
• Reviewing 2019's White Collar Cases And Controversies, Law360, 2020, co-authored with Brook 

Dooley, Nick Goldberg, and Cecily Harris. 
• "White Collar Crime and Securities Enforcement: 2017 in Review," Bloomberg BNA White Collar 

Crime Report, 2018, co-authored with Brook Dooley, Nicholas Goldberg, and Cecily Harris 
• "White Collar Crime and Securities Enforcement: 2016 in Review," Bloomberg BNA White Collar 

Crime Report, 2017, co-authored with Brook Dooley and Nick Goldberg 
• "2015 in Review: Securities Enforcement," Bloomberg BNA Corporate Law & Accountability Report, 

2016, co-authored with Brook Dooley and Julia Choe 
• "White Collar Crime and Securities Enforcement: 2015 in Review," Bloomberg BNA White Collar 

Crime Report, 2016, co-authored with Brook Dooley and Nick Goldberg 
• "White Collar Crime and Securities Enforcement," Bar Association of San Francisco, 2015 
• "White Collar Crime and Securities Enforcement: 2014 in Review,"Bloomberg BNA White Collar 

Crime Report, 2015, co-authored with Eric MacMichael  
• "White Collar Crime and Securities Enforcement: 2013 in Review," Bloomberg BNA White Collar 

Crime Report, 2014, co-authored with Brook Dooley and Andrew Dawson 
• "White Collar Crime and Securities Enforcement: 2012 in Review," Bloomberg BNA White Collar 

Crime Report, 2013 
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Nick Goldberg specializes in high-stakes complex civil litigation and white-collar criminal defense. His 
clients include established companies, start-ups, government entities, and executives across a broad 
range of industries, including software, financial services, internet security, pharmaceuticals, 
professional sports, and venture capital. 

Mr. Goldberg has litigated a wide variety of complex civil cases in federal and state courts, at both the 
trial and appellate levels, and in arbitration proceedings. He has handled disputes involving intellectual 
property, contract, fraud, professional liability, antitrust, securities, and corporate law. Mr. Goldberg 
also has extensive experience helping guide venture-backed companies, founders, executives, and 
investors through disputes involving trade secrets, employee mobility, fiduciary duties, confidentiality 
agreements, and other contract issues.  

In his criminal practice, Mr. Goldberg represents companies and executives in internal and government 
investigations, including those by the U.S. Department of Justice, U.S. Securities and Exchange 
Commission, California Attorney General, and other government agencies. He has experience in matters 
involving allegations of securities fraud, insider trading, anticompetitive conduct, and campaign finance 
offenses.  

Mr. Goldberg maintains an active pro bono practice representing clients in high-impact litigation.  He 
was awarded the 2018 California Lawyer of the Year (CLAY) award by the Daily Journal for his 
representation of the County of Santa Clara in successfully challenging President Donald J. Trump’s 
January 2017 Executive Order attempting to defund “sanctuary jurisdictions.”        

Cases of Note 
UNITE D STATE S V .  E XE CUTIV E 
We represent a former senior executive of a financial institution currently under investigation in a 
significant national federal criminal investigation. 

UNITE D STATE S V .  CHRISTO PHE R L ISCHE WSKI 
We defended the former CEO of Bumble Bee Foods in a five-week jury trial in the Northern District of 
California against charges that he conspired to fix prices of canned tuna sold in the United States. 

Nicholas Goldberg 
Partner 

ngoldberg@keker.com 

(415) 676-2298 

Practice Areas 
Contract & Commercial, Intellectual Property, 
Professional Liability, Securities, White Collar 
Criminal 
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CE O  V .  CO - FO UNDE R AND INV ESTO R 
We represented the CEO of an information security company against a co-founder and investor who 
were trying to push the CEO out of the company he founded. We devised a successful pre-litigation 
resolution that allowed the CEO to remain in control of his company.   

CO UNTY O F SANTA CLARA V . TRUMP E T  AL. 
Representing the County of Santa Clara, Keker, Van Nest & Peters won a nationwide injunction against 
President Donald J. Trump’s January 2017 executive order that attempted to defund state and local 
governments deemed to be “sanctuary jurisdictions.”  KVP argued that the executive order violated the 
Constitution’s separation of powers, the Tenth Amendment, and the Fifth Amendment’s Due Process 
Clause.  In granting the motion for a preliminary injunction, U.S. District Court Judge William H. Orrick 
determined that the County was likely to succeed on all four of its constitutional claims, and that the 
County is suffering immediate and irreparable harm. 

PLAINTIFF V .  LAW FIRM 
Following a week-long arbitration, we secured a complete defense verdict for our law firm client in a 
malpractice action arising from a $30 million unsuccessful real estate deal involving a large vineyard 
development and a sustainable community west of Sacramento. We defeated all of the plaintiffs’ 
asserted claims and the client was awarded $210,000 in unpaid attorney’s fees on its counterclaim. 

SAN DIE GO  CO UNTY WATE R AUTHO RITY V . METRO POLITAN WATE R DISTRICT  O F SOUTHE RN 
CALIFO RNIA 
In 2015, we won the largest plaintiff's award of the year in California for the San Diego County Water 
Authority in its long-running fight with the Metropolitan Water District of Southern California (MWD). 
MWD is the regional water wholesaler for most of Southern California. San Diego sued MWD for 
charging San Diego inflated and illegal water transportation rates, and breaching a contract between the 
parties. After a three-week bench trial that played out in two phases over the course of fifteen months, 
the court found that MWD’s rates violated numerous California statutory and constitutional provisions, 
and awarded our client $188 million in contract damages, plus $43 million in prejudgment interest, and 
other declaratory relief, including a forward-looking writ of mandate directing MWD to set future rates 
in compliance with the court’s order. 

Education 
UC Berkeley School of Law, J.D., 2010 

Brown University, B.A., magna cum laude, 2005 

Awards & Honors 
• 2018 California Lawyer of the Year, Daily Journal 
• Top Plaintiff's Verdict by Dollar, The Daily Journal 
• Advocacy Award, Written & Oral Advocacy 
• Prosser Prize, Local Government Law 

Clerkships 
Hon. Christina A. Snyder, U.S. District Court for the Central District of California, 2010-2011 
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Admissions 
California 

Washington, D.C. 

Prior Experience 
Williams & Connolly 

Publications 
• Reviewing 2019's White Collar Cases And Controversies, Law360, 2020, co-authored with Brook 

Dooley, Eric MacMichael, and Cecily Harris. 
• "White Collar Crime and Securities Enforcement: 2017 in Review," Bloomberg BNA White Collar 

Crime Report, 2018, co-authored with Brook Dooley, Eric MacMichael, and Cecily Harris 
• "The Road to Hell: The Case Against Solitary Confinement," NACDL's The Champion, March 2017, co-

authored with Dan Jackson 
• "White Collar Crime and Securities Enforcement: 2016 in Review," Bloomberg BNA White Collar 

Crime Report, 2017, co-authored with Brook Dooley and Eric MacMichael 
• "White Collar Crime and Securities Enforcement: 2015 in Review," Bloomberg BNA White Collar 

Crime Report, 2016, co-authored with Brook Dooley and Eric MacMichael 



TL;DR
Key Developments and Trends in 
Internet Law
January 25, 2021

Paven Malhotra (pmalhotra@keker.com)

Matan Shacham (mshacham@keker.com)

Christi Zaleski (czaleski@keker.com) 



Presenters

Keker Van Nest & Peters  | 2

Paven Malhotra
Partner 

pmalhotra@keker.com

Matan Shacham
Partner

mshacham@Keker.com

Christi Zaleski
Associate

czaleski@keker.com



I. The Communications Decency Act
II.  Online Marketplaces
III. Copyright  
III. Computer Fraud and Abuse Act 
IV. Online Contract Formation

Topics

Keker Van Nest & Peters  | 3



I. The Communications Decency Act
II.  Online Marketplaces
III. Copyright  
III. Computer Fraud and Abuse Act 
IV. Online Contract Formation

Topics

Keker Van Nest & Peters  | 4



The Communications Decency Act, 47 U.S.C. § 230
(c) Protection for “Good Samaritan” blocking and screening of offensive material

(1) Treatment of publisher or speaker
No provider or user of an interactive computer service shall be treated as the publisher or 
speaker of any information provided by another information content provider.

(2) Civil liability
No provider or user of an interactive computer service shall be held liable on account of—

(A) any action voluntarily taken in good faith to restrict access to or availability of material 
that the provider or user considers to be obscene, lewd, lascivious, filthy, excessively 
violent, harassing, or otherwise objectionable, whether or not such material is 
constitutionally protected . . . .

CDA: Reducing Risk
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Section 230(c)(1)—Publisher Treatment

By its plain language, § 230 creates a federal immunity to any cause of action that would 
make service providers liable for information originating with a third-party user of the 
service. Specifically, § 230 precludes courts from entertaining claims that would place a 
computer service provider in a publisher's role. Thus, lawsuits seeking to hold a 
service provider liable for its exercise of a publisher's traditional editorial 
functions—such as deciding whether to publish, withdraw, postpone or alter 
content—are barred.

Zeran v. Am. Online, Inc., 129 F.3d 327, 330 (4th Cir. 1997)

CDA: Reducing Risk
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• Executive Order 13925, “Preventing Online Censorship” (May 28, 2020)
o “[T]he policy of the United States” is to “ensure that” the CDA “is not distorted to provide 

liability protection for online platforms that … stifle viewpoints with which they disagree.”
o A service provider’s actions are not “taken in good faith” under Section 230(c)(2), if 

those actions are either: (a) “deceptive, pretextual, or inconsistent with” the provider’s 
terms of service; or (b) “taken after failing to provide adequate notice, reasoned 
explanation, or a meaningful opportunity to be heard.”

o If a service provider “restricts access to content” in a way that is not protected by 
Section 230(c)(2), it “may also not be able to claim protection under” Section 230(c)(1)

o Orders: 1) federal departments must ensure application of CDA properly reflects policy;  
2) review by Attorney General; 3) proposed rulemaking by FCC, NTIA; 4) limiting federal 
spending on offending platforms; 5) FTC review of “deceptive acts”

CDA: Recent Developments
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• Limitations of the EO
• DOJ review and proposal (June 2020)

o “Good faith” limited to decisions in accordance with plain and particular terms of service, 
accompanied by a reasonable explanation, and within (c)(2) categories—no “censoring” 

o “[R]emoval or restriction of content outside of (c)(2)(A) is not entitled to Section 230 
immunity—under either (c)(1) or (c)(2)—even if consistent with . . . terms of service”

• NTIA petition to FCC for rulemaking (July 2020)
o Asks FCC to issue rule codifying proposed re-write, as well as mandating disclosures re 

content moderation.
o Does the FCC have jurisdiction?  Congress didn’t delegate rulemaking to FCC on this.

CDA: Recent Developments
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• Legislative proposals
o Over two dozen Section 230 

reform/repeal bills introduced in 116th 
Congress.  
Few got hearings.  None passed either 
chamber.

o “Ending Support for Internet Censorship 
Act” (Hawley, 2019)

o “Platform Accountability and Consumer 
Transparency Act” (Thune, Schatz, 2020)

o Veto of defense bill because it did not 
repeal Section 230—overridden

CDA: Recent Developments
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• Court-imposed limitations
o Enigma v. Malwarebytes
 9th Cir. holds 230(c)(2) does not apply for blocking software where there is allegation that 

decision was done out of anti-competitive malice, even if other good faith reasons apply.
 Thomas, J. cert. statement (Oct. 2020)
 Agrees with denial of cert., but calls into question interpretation of 230(c)(1) and Zeran
 Suggests 230(c)(1) should not apply where platform “distributes” content it knows is illegal
 Suggests lower bar for when content should be considered the platform’s rather than the 

user (e.g., if platform is involved in editing/selecting).

CDA: Recent Developments
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Online Marketplaces 
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Online Marketplaces 
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Bolger v. Amazon (CA Ct. Appeals Aug. 2020)
• Exploding battery manufactured and sold by Chinese 

vendor on Amazon
• Amazon can be liable on strict products liability theory for 

goods sold by third party vendors 
• CDA 230 does not protect Amazon from tort, contract, and 

products liability theories
• Amazon is an “integral part of the overall producing and 

marketing enterprise that should bear the cost of injuries 
resulting from defective products.” 

• CA Supreme Court denied review and denied request to de-
publish the opinion



Online Marketplaces 
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California--AB 3262

• Passed by State Assembly but died in State Senate in 2020

• Codifes the Bolger ruling: “An electronic retail marketplace 
shall be strictly liable for all damages caused by defective 
products placed into the stream of commerce to the same 
extent that a retailer of that defective product would be liable 
and shall be deemed to be a retailer for purposes of California 
strict liability law 

• Likely to be reintroduced

• After opposing the bill, Amazon supported it when it was 
expanded to cover competitors. 

• Shopify, Etsy, and eBay opposed the bill



Online Marketplaces 
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• Courts in Wisconsin, New York, New Jersey, and Maryland have held 
that Amazon qualifies as a seller and can be held strictly liable

• Ohio’s Supreme Court found Amazon did not qualify as a seller subject 
to strict liability  

• The Texas and Pennsylvania Supreme Courts have been asked to 
weigh in on the issue based on questions certified by the Third and 
Fifth Circuit Courts of Appeal 
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Budget, stimulus, and … copyright?
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1. CASE Act
• Creates Copyright Claims Board
• $30,000 limit on damages
• Limits discovery
• Heard by panel of three Copyright Office members 

and two attorneys
• *Notice and opt-out ability required*



Budget, stimulus, and … copyright?
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2. Felony streaming bill
• Makes it a felony “willfully” to offer a 

service primarily for streaming 
copyrighted works for profit



Budget, stimulus, and … copyright?
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Sony Music Entm’t v. Cox Commc’ns, Inc.
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v.



– “[O]ne contributorily infringes when he 

– (1) has knowledge of another’s infringement and 

– (2) either (a) materially contributes to or (b) induces that infringement.”

Perfect 10, Inc. v. Visa Int'l Serv. Ass'n, 494 F.3d 788, 795 (9th Cir. 2007)

– “[A] service provider’s knowing failure to prevent infringing actions could be 

the basis for imposing contributory liability.”

Perfect 10, Inc. v. Amazon.com, Inc., 508 F.3d 1146, 1172 (9th Cir. 2007)

Contributory infringement by internet service providers
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• “Based on the level of detail included in the notices directed at Cox and its 
subscribers, there is no doubt that Defendants had more than just ‘generalized 
knowledge’ of infringement.”

• “After receiving a notice . . . Cox could have acted in several capacities—for 
instance, it could have further evaluated the subscriber's overall activity or 
terminated that subscriber . . . .  In sum, Plaintiffs have established the 
knowledge element of contributory liability by showing knowledge of specific 
conduct which allegedly infringed all sound recordings and musical compositions 
identified in suit.”

426 F. Supp. 3d 217 (E.D. Va. 2019)

Sony Music Entm’t v. Cox Commc’ns, Inc.
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Sony Music Entm’t v. Cox Commc’ns, Inc.
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CFAA

“Whoever intentionally accesses a computer without 
authorization or exceeds authorized access, and thereby 
obtains information” from a “protected computer” violates the 
CFAA.

18 U.S.C. § 1030(a)(2) 
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CFAA: “Exceeds Authorized Access” Circuit Split

Broad Reading
• First, Fifth, Seventh, Eleventh Circuits

Narrow Reading
• Second, Fourth, Ninth Circuits 
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CFAA: “Exceeds Authorized Access” Van Buren v. US
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CFAA: “Exceeds Authorized Access” Van Buren v. US



CFAA: “Without Authorization” LinkedIn v. HiQ 
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CFAA: “Without Authorization” LinkedIn v. HiQ  
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HiQ v. LinkedIn

• Serious questions about whether CFAA’s “without authorization” 
prohibition applies to data/information that is public

• The prohibition would still apply to data/information that required 
authorization and such authorization was not provided (Nosal II) 
or was rescinded (Power Ventures) 
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Formation
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Formation - clickwrap

Keker Van Nest & Peters  | 34Abraham v. JetSmarter Inc., 2019 WL 1459056 (E.D. Wis. Apr. 2, 2019)



Formation - browsewrap

Keker Van Nest & Peters  | 35Arnaud v. Doctor’s Assocs. Inc., 2019 WL 4279268 (E.D.N.Y. Sept. 10, 2019)



Formation – modified clickwrap

Keker Van Nest & Peters  | 36Bernardino v. Barnes & Noble Booksellers, Inc., 2018 WL 671258 (S.D.N.Y. Jan. 31, 2018)



Recent Caselaw 
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Wilson v. Redbox 
(N.D. Ill. Mar. 25, 2020)
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Contract formation – modified clickwrap



Contract formation – modified clickwrap

No constructive 
notice
• Call to Action button is distant 

from the Pay Now button

• There are two intervening 
unrelated buttons. 

• “Don’t miss your perks” implies 
everything below it is not related 
to the registration. 
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Contract formation – modified clickwrap



Constructive 
notice found
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Lee v. Ticketmaster L.L.C., 817 F. App’x 393 
(9th Cir. 2020)



Constructive notice found

• “The relevant warning language and hyperlink to the 
Terms of Use were conspicuous – they were the only 
text on the webpage in italics, were located directly 
below the sign-in button, and the sign-in page was 
relatively uncluttered.”

Keker Van Nest & Peters  | 42

Dohrmann v. Intuit, Inc., 823 F. App’x 482 
(9th Cir. 2020) 



Best Practices to Maximize 
Enforceability
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Make It 
Conspicuous

Notice of existence of contract
• Standalone, scrollable agreement strongest
• Separate checkboxes for sign-up and acceptance 

of terms
• If hyperlinked, use blue, underlined text
• Large, conspicuous font
• Close proximity between notice and action button
• No cluttered UI or submerged terms
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Keep clear 
records

Preserve
• Back-end records showing who agreed, on what 

date
• Historical records of terms on any specific date
• Screenshots of UI showing interactions required 

to manifest assent  
• Notice (emails, in-app pop-ups) of amendments

All records of applicable terms and user 
interface are potential evidence in litigation. 
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Thank you
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Paven litigates for and offers counsel to leading technology companies and entrepreneurs in their most 
difficult intellectual property and high-stakes business disputes. As part of his practice, Paven has also 
built a specialization helping technology companies manage the ever-shifting litigation risk that arises 
from operating on the internet including patent, copyright, privacy, and content related litigation. 

Internet Law  

Paven has successfully obtained dismissal of dozens of lawsuits filed against internet platforms including 
Facebook, Google, and Twitter in the past. These suits have challenged nearly all aspect of the 
platform’s business including their content moderation decisions, their approach to copyright takedown 
under the DMCA, their privacy practices, and their compliance with innumerable statutory and 
regulatory policies. 

Intellectual Property  

Paven litigates intellectual property cases in federal and state courts throughout the United States, 
including the International Trade Commission. He has litigated complex patent disputes for Comcast, 
Intel, HTC, and TSMC, and helped win the largest trade secrets dispute in California history, which 
resulted in a nine-figure recovery for his client after a ten-week jury trial. 

Complex Commercial Litigation  

Paven also handles numerous complex commercial disputes. This experience ranges from his current 
work defending a pharmaceutical drug development company in a dispute with investors to defending 
Facebook in a nationwide class action filed by advertisers, to defending Standard & Poor’s in a multi-
billion dollar lawsuit brought by the United States for credit ratings issued during the financial crisis. 

Paven Malhotra 
Partner 

pmalhotra@keker.com 

(415) 676-2238 

Practice Areas 
Antitrust, Consumer & Class Actions, 
Contract & Commercial, Intellectual Property, 
Securities 
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Cases of Note 
BO WE  V .  PUBLIC  STO RAGE 
We defended the United States’ largest self-storage operator, Public Storage, from a consumer class 
action lawsuit. The plaintiff alleged our client deceived customers who bought tenant insurance policies. 
The plaintiff claimed Public Storage sold tenant insurance to him and other storage consumers without 
properly disclosing that the company retains a “substantial portion” of the premiums. The suit claimed 
that the insurance program offered by Public Storage was “a hidden profit center for itself that kicks 
back unconscionable profits at the expense of consumers.” The suit, filed in Miami federal court, sought 
restitution for all of the insurance premiums paid to Public Storage by its customers over the past four 
years. Within three months of being retained, and just seven months before trial, we prevailed on a 
Summary Judgment Motion which dismissed the class’ RICO claim. The matter settled favorably two 
days before trial. 

UNITE D STATE S V .  MCGRAW-HILL  CO MPANIE S,  INC. ,  E T  AL. 
As lead counsel for McGraw Hill and its Standard and Poor’s division, we defended our client from the 
government’s suit which sought at least $5 billion in penalties under the Financial Institutions Reform, 
Recovery and Enforcement Act. The government accused S&P of fraud in its rating of hundreds of 
residential mortgage backed securities (RMBS) and collateralized debt obligations (CDOs) in the years 
leading up to the financial crisis in 2008.  McGraw Hill ultimately settled with the government, and more 
than 20 states that made similar claims under state laws. 

APPLE  INC.  V .  HTC CO RP 
We served as lead counsel for HTC, a Taiwan-based manufacturer of handheld devices, in its battle with 
Apple over smartphone technology. Apple first sued HTC in district court and before the International 
Trade Commission (ITC), claiming our client had infringed 20 patents related to various computer-
related technologies, including user interfaces, operating systems, power management, and digital 
signal processing. The ITC hearing that went to decision resulted in a favorable ruling, and HTC obtained 
a settlement to become the first Android handset maker licensed by Apple. 

E ASTMAN KO DAK CO .  V .  HTC CO RP. 
We defended HTC in a five-patent investigation brought by Kodak before the International Trade 
Commission. The action accused dozens of mobile devices of infringing digital imaging patents that 
covered a range of technologies, including image capture, processing, display, compression and 
transmission. Consistent with ITC practice, our defense took place on a fast schedule, with a hearing 
date that was set approximately one year from the start of the investigation and fact discovery being 
completed in approximately six months. Just prior to the scheduled hearing date, the case was resolved 
when the Kodak patent portfolio was sold. 

CO MCAST CABLE  CO MMUNICATIO NS, LLC ET  AL.  V .  BRIT ISH TE LE CO MMUNICATIO NS 
We defended Comcast in the District of Delaware against eight patents asserted by British Telecom.  The 
case targeted Comcast’s high-speed data and telephony services and video encryption.  We also 
counter-asserted Comcast patents against British Telecom in the Northern District of Texas.  In 
Delaware, we prevailed on six of the eight patents by way of summary judgment and stipulated 
dismissals, and thereafter reached a very favorable resolution of both litigations. 

TAIWAN SE MICO NDUCTO R MANUFACTURING CO MPANY V .  SE MICO NDUCTO R MANUFACTURING 
INTE RNATIO NAL CO RPO RATIO N 
We represented TSMC against China's then-leading semiconductor manufacturer, SMIC, in the largest 
trade secret misuse case tried to date. SMIC owed its very existence to technology stolen from our 
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client.  Following a jury verdict on liability in favor of TSMC, SMIC agreed to pay $200 million in cash and 
approximately $130 million of its company stock. The case serves as precedent for the strong protection 
afforded by California's trade secret statute, even where the actual theft occurred in Asia. 

DISCO VE R V .  V ISA USA,  INC. 
We defended Visa USA, Inc. in one of the largest private civil antitrust matters in U.S. history. Discover 
sued MasterCard and Visa for alleged antitrust violations, claiming that credit card network rules 
affected member banks’ ability to issue American Express and Discover cards. The case settled on the 
eve of trial for billions less than Discover claimed. We also defended Visa in a similar action brought by 
American Express. 

PLAINTIFF V .  SHE RIFF'S  DE PARTME NT 
We represented an individual in his excessive force claim against a Sherriff's department. The case was 
settled on terms favorable to our client.  

STATE O F CALIFO RNIA V .  CALIFO RNIA FIRST  AME NDME NT CO ALIT IO N 
We sought to enforce the media's first amendment rights in response to a broad gag order. The case, 
which involved cutting-edge constitutional issues, stemmed from the 2009 Bay Area Rapid Transit Police 
shooting of Oscar Grant. 

Education 
Harvard Law School, J.D., magna cum laude, 2005 

Harvard College, B.A., summa cum laude, 2002 

Awards & Honors 
• Editor, Harvard International Law Journal, Harvard Law School 
• Research assistant for Professor Louis Kaplow, Harvard Law School 
• Phi Beta Kappa, Harvard College 

Clerkships 
Chief Judge James Loken, U.S. Court of Appeals for the Eighth Circuit, 2005-2006 

Admissions 
California 

New York 

Minnesota 

Washington, DC 

Professional Affiliations 
• Board of Directors, California Bar Foundation 
• Board of Directors, American Liver Foundation (Northern California Chapter) 
• Member, National South Asian Bar Association, Judicial Endorsements 
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Prior Experience 
Williams & Connolly LLP 

Publications & Presentations 
• "The Great Scrape: How Website Owners and Data Scrapers Can Avoid Litigation," Legaltech News, 

2017 
• "What Courts Have Said About the Legality of Data Scraping," Legaltech News, 2017 
• "How the 3D Design Community Can Better Protect Its Intellectual Property," 3D Print, 2017 
• “How Big Data and IP Intersect,” The American Lawyer, 2016 
• "Copying in the Digital Age: Intellectual Property Rights and Additive Manufacturing," RAPID 

Conference, 2015 
• "Intellectual Property Concerns in 3D Printing," New Strategies, Materials and Applications for 3D 

Printing section of the ATX expo, 2014 
• "Trendy 3-D Printing Sure To Produce More IP Fights," The Recorder, 2014 
• "3D Printing's Main Legal Battles Will Be Over Intellectual Property," JD Supra, 2013 
• "Legal World Braces for 3D Printing Revolution," Daily Journal, 2013 
• "Growing Need Exists for South Asian Judges," Daily Journal, 2011 
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Matan Shacham defends businesses, executives, and professionals in high-stakes, complex civil 
litigation. He has tried eight cases to verdict in federal and state courts across the country. He has also 
litigated appeals before the California Court of Appeal, the Ninth Circuit, the First Circuit, and the 
Federal Circuit.  

Mr. Shacham has extensive experience litigating cases involving a wide range of subject-areas. He has 
defended attorneys—from international AmLaw 100 firms, regional boutiques, and plaintiff-side firms—
in legal malpractice lawsuits.  He has represented executives in high-profile securities cases and other 
complicated business disputes. He has defended leading social media companies, including Facebook 
and GoFundMe, in cutting-edge internet-law disputes involving content and advertising. He has also 
represented some of the country’s top technology companies in antitrust, patent, and trade secret 
litigation. 

Mr. Shacham has an active pro bono practice, focusing on civil rights issues. He serves on the Executive 
Committee for the Bar Association of San Francisco’s Intellectual Property Section, and he previously 
served as Chair of the Civil Rights Committee for the Anti-Defamation League’s Central-Pacific Region. 

Prior to joining the firm, Mr. Shacham clerked for the Hon. Sandra L. Lynch of the U.S. Court of Appeals 
for the First Circuit. He earned his J.D., cum laude, from Harvard Law School, where he served as 
Executive Editor of the Harvard Law Review. 

Cases of Note 
FE DE RAL TRADE  CO MMISSIO N V . QUALCO MM INC. 
We are defending Qualcomm against Federal Trade Commission claims that that it violated antitrust 
laws through its patent-licensing practices. The FTC alleged that Qualcomm engaged in exclusionary 
conduct that increased its competitors’ baseband processor costs, reduced competitors’ ability and 
incentive to innovate, and raised consumers’ costs for phones and tablets. During a 10-day bench trial in 
San Jose federal court, we argued that the FTC’s novel antitrust theory was foreclosed by Ninth Circuit 
and Supreme Court antitrust precedents, and that Qualcomm’s business practices drove ever-increasing 
innovation in one of the country’s most successful industries. Judge Lucy Koh issued a permanent 

Matan Shacham 
Partner 

mshacham@keker.com 

(415) 773-6612 

Practice Areas 
Appellate, Consumer & Class Actions, 
Professional Liability, Intellectual Property, 
Securities, Antitrust, Contract & Commercial 
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injunction. The U.S. Court of Appeals for the 9th Circuit has stayed Judge Koh’s order and injunction, 
finding that Qualcomm has raised serious questions about the merits and shown irreparable harm. 

IN  RE  QUALCO MM PATE NT L ICENSING ANTITRUST L ITIGATIO N 
We are defending Qualcomm against antitrust claims from a class of 250 million cellphone users that 
accuse the chip giant of inflating mobile device prices through heavy-handed licensing tactics. In 
September 2018, Judge Koh certified the consumer class in the case, which seeks billions in damages. 
We successfully petitioned the Ninth Circuit for interlocutory review of the court’s class certification 
order under Rule 23(f) arguing that the court had improperly applied California antitrust law (the 
Cartwright Act) to a nationwide class contrary to Ninth Circuit precedent. The U.S. Department of Justice 
along with the states of Louisiana, Ohio and Texas filed amicus briefs supporting Qualcomm’s appeal of 
the class certification order. The appeal was argued in December of 2019, and a decision is pending. 

RE AL E STATE  DE VE LO PE R V .  LAW FIRM E T AL. 
We represented a law firm and individual attorneys in a highly contentious and complicated case 
brought by a developer alleging legal malpractice claims against our clients, along with numerous claims 
against a large group of other individuals and companies involved in a real estate joint venture. We 
executed an aggressive defense strategy, using early discovery and motion practice, to quickly extricate 
our clients from the dispute. We secured dismissal for waiver of costs for all the individual attorneys and 
a favorable early settlement for the law firm. 

SE CURIT IE S AND E XCHANGE  CO MMISSION V .  FO RMER CHIE F E XE CUTIVE  O FFICE R 
We defended the former CEO of Fannie Mae in an SEC action filed in the Southern District of New York 
related to Fannie Mae’s disclosures regarding its exposure to “subprime” and “Alt-A” residential 
mortgages. We secured a favorable settlement for our client shortly before trial. 

DIABE TE S RE SE ARCH RE STITUTIO N,  LLC V . RO NALD KATZ E T AL. 
We secured summary judgment for our client, the former Chairman of a biotech start-up company that 
tried to develop and commercialize an islet-cell suspension treatment for people with insulin-dependent 
diabetes. The lawsuit was brought by the company’s former CEO and certain shareholders against the 
company’s officers, directors, and creditors and sought over $100 million in damages. 

SCARBO RO UGH E T  AL.  V . FACE BOO K,  INC. 
We defended Facebook against a group of plaintiffs seeking to establish a new right under the California 
constitution’s free speech clause to force companies operating social media platforms to publish anti-
vaccine posts. In November 2018, we won a ruling striking the complaint under California’s Anti-SLAPP 
statute. 

KE LLE R V .  E LE CTRO NIC ARTS INC.  ET  AL 
We secured a favorable settlement for Electronic Arts Inc. (EA) in this groundbreaking antitrust and right 
of publicity class action. Current and former student-athletes claimed EA improperly used the athletes’ 
likenesses and biographical information in its NCAA Football and NCAA Basketball video games. 

SE CURIT IE S AND E XCHANGE  CO MMISSION V .  EXE CUTIV E 
We defended a former Citigroup executive in one of the rare financial crisis cases to go to trial. He 
worked on the structuring desk at Citigroup and was charged with securities fraud in connection with 
Citigroup’s 2007 marketing of a $1 billion collateralized debt obligation (CDO) backed by assets tied to 
the housing market. In its enforcement action the SEC contended that Citigroup had played a role in the 
selection of the CDO’s underlying mortgage securities and had taken a short position in those securities. 
The SEC contended that our client was negligent for not disclosing information about Citigroup’s actions 
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in its marketing materials. After a two-week jury trial in the Southern District of New York with Judge 
Rakoff presiding, the federal jury rejected the SEC’s case and found our client not liable on any of the 
SEC’s claims. 

BRO ADCO M CO RPO RATIO N, ET  AL.  V .  CO MMO NWE ALTH SCIE NTIFIC  AND INDUSTRIAL RE SE ARCH 
O RGANISATIO N 
On behalf of Broadcom, we led a joint-defense group of wireless chip manufacturers, PC manufacturers, 
and cellular network carriers. The plaintiff, CSIRO, asserted patent claims that allegedly covered a wide 
variety of products that offer wireless functionality under the IEEE 802.11 standard for local area 
networks. We settled the case favorably on the eve of trial. 

Education 
Harvard Law School, J.D., cum laude, 2008 

Stanford University, B.A., with honors and distinction, 2005 

Awards & Honors 
• Executive Editor, Harvard Law Review, 2007-2008 
• Phi Beta Kappa, Stanford University, 2004 

Clerkships 
Hon. Sandra L. Lynch, U.S. Court of Appeals for the First Circuit, 2008-2009 

Admissions 
California 

Professional Affiliations 
• Executive Committee, Bar Association of San Francisco (BASF) Intellectual Property Section  
• Board of Directors, Jewish Bar Association of San Francisco 

Publications & Speaking Engagements 
• "Hot Topics in Patent Litigation," BASF, 2017 
• "Hot Topics in Privacy Law," BASF, 2016 
• "Key Developments in Patent Law," presented with Matthias Kamber, BASF Barristers Club, 2015 
• "White Collar Crime and Securities Enforcement," Bar Association of San Francisco, 2015 
• "Key Developments in Patent Law," presented with Matthias Kamber, BASF Barristers Club, 2014 
• "Securities Enforcement: 2013 in Review," Bloomberg BNA White Collar Crime Report, 2014, co-

authored with Brook Dooley 
• "How Your BA in English Can Help Your Patent Law Practice," BASF Barristers Club, 2013 
• "Section 17(a) of the Securities Act of 1933: Unanswered Questions," Bloomberg BNA Securities 

Regulation & Law Report, co-authored with Brook Dooley, 2013 
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Christine Zaleski represents clients in all facets of commercial litigation. Prior to joining Keker, Van Nest 
& Peters, Ms. Zaleski served as a law clerk to Judge Christopher F. Droney of the U.S. Court of Appeals 
for the Second Circuit. She was formerly a litigation associate with a small firm in Boston, where she 
briefed and argued cases in state and federal court and before the U.S. Court of Appeals for the First 
Circuit. She is also a former law clerk to Judge F. Dennis Saylor IV of the U.S. District Court for the District 
of Massachusetts. 

Ms. Zaleski graduated cum laude from Harvard Law School and earned her B.A. in environmental 
studies, magna cum laude, from Brown University. During law school, Ms. Zaleski earned her 
certification as a mediator, and she volunteered with several legal clinics including environmental law 
and policy, health law and policy, and Harvard's tenant advocacy project.  

Education 
Harvard Law School, J.D., cum laude, 2016 

Brown University, B.A., magna cum laude, 2011 

Awards & Honors 
Harvard Law School: 

• Honors Recipient of three Dean’s Scholar Prizes 
• Rappaport Fellowship 
• Harvard College of Graduate Studies Scholarship 
• Technical Editor, Environmental Law Journal 

Brown University: 

• Departmental Honors 
• Pembroke Center Linda Pei Award for Thesis Research 
• Center for Environmental Studies Research Award 

Christine Zaleski 
Associate 

czaleski@keker.com 

(415) 773-6693 
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Clerkships 
Hon. Christopher F. Droney, U.S. Court of Appeals for the Second Circuit, 2019 - 2020 

Hon. F. Dennis Saylor IV, U.S. District Court for the District of Massachusetts, 2016 - 2017 

Admissions 
California 

Massachusetts 

Prior Experience 
Anderson & Kreiger LLP 



Ethics Considerations in IP 
January 25, 2021



Ethics Considerations in IP

Keker Van Nest & Peters  | 2

David Silbert, partner 
Keker, Van Nest & Peters

dsilbert@keker.com

Franco Muzzio, associate
Keker, Van Nest & Peters

fmuzzio@keker.com



Ethics 
Considerations 
In IP

What We Will Cover
• Conducting Ethical and Admissible IP Infringement 

Investigations 
• Drafting Ethical and Enforceable Cease and Desist Letters
• The Duty of Disclosure to the USPTO
• Inequitable Conduct – the Standards, Law, and Court 

Interpretations
• The Duty to Communicate
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IP Infringement Investigations
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Conducting 
Ethical and 
Admissible IP 
Infringement 
Investigations

What Is an IP Infringement Investigation?
• An investigation into suspected infringement of a 

patent
• Why does an adequate infringement investigation 

matter?
– Fed. R. Civ. P. 11(b)

• Failure to comply may result in sanctions.  Fed. R. Civ. P. 11(c).

– Rule 3.1 of California Rules of Professional Conduct
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Conducting 
Ethical and 
Admissible IP 
Infringement 
Investigations

Sources of Sanctions in Patent Cases

• 28 U.S.C. § 1927:  Vexatious Litigant

• 35 U.S.C. § 285:  Exceptional Cases

• Fed. R. Civ. Proc. 11:  Facts and Law

• Inherent Authority

Keker Van Nest & Peters  | 6



Conducting 
Ethical and 
Admissible IP 
Infringement 
Investigations

Not Violating a Software License Agreement
• Explains how customers can use software
• Sample from iOS13:

– “[Y]ou are granted a limited non-exclusive license to use 
the Apple Software on a single Apple-branded device.”

– “You may not . . . copy . . . decompile, reverse engineer     
. . . [or] attempt to derive the source code of . . . the Apple 
Software.” 
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Conducting 
Ethical and 
Admissible IP 
Infringement 
Investigations

What Does an Adequate Investigation 
Require?
• Conduct an infringement analysis

– Claim chart
• Construe the claims of a patent

• Investigate the infringing device

• Compare infringing device to the claim
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Cease & Desist Letters
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Cease and 
Desist Letters

What are they and why are they needed
• Resolve an infringement problem without litigation
• Alternatively, can be necessary prep. for litigation

– Damages require that infringer have actual or constructive notice

• Careful: can also create declaratory judgment jurisdiction, 
allowing a countersuit against the patent owner
– Infringer can control timing of a lawsuit and select preferred forum

– MedImmune v. Genentech, 549 U.S. 118 (2007)
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Cease and 
Desist Letters

Strategy for an ethical and enforceable letter
• How strong of a demand do you make?

– Strike fear or show reasonableness (without giving permission to 
infringe)?

• How much detail do you give? 
– Include a claim chart?
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Cease and 
Desist Letters

Must have a legal and factual basis
• A lawyer cannot “present a claim… in litigation that is not 

warranted under existing law”
– California Rule of Professional Conduct 3.1

• A lawyer cannot “knowingly make a false statement of 
material fact or law to a third person”
– California Rule of Professional Conduct 4.1

• If you pursue unwarranted claims  SANCTIONS
– Federal Rule of Civil Procedure 11(b)
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Cease and 
Desist Letters

What NOT to do in these letters
• Make baseless threats
• Make threats based on costs of litigation
• “If you don’t license my patents, I will…”  can be extortion
• Threaten infringer with a report to law enforcement

– E.g. for violations of the Computer Fraud and Abuse Act (CFAA)
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Cease and 
Desist Letters

What NOT to do in these letters
• A district court is vested with the authority to award attorney 

fees to a prevailing party in patent litigation if it determines 
that the case is “exceptional.” 35 U.S.C. § 285. 

• Demanding an immediate settlement for nuisance value 
may create “exceptional” case under § 285.
– See Eon-Net LP v. Flagstar Bancorp, 653 F.3d 1314, 1328 (Fed. 

Cir. 2011) (awarding fees under § 285 where the plaintiff had 
“acted in bad faith by exploiting the high cost to defend complex 
litigation to extract a nuisance value settlement”)

– Kindred Studio Illustration & Design, LLC v. Elec. Commc'n Tech., 
LLC, No. 2:18-CV-07661 (GJS), (C.D. Cal. May 23, 2019) 
(awarding fees under § 285 where the patent owner had 
threatened “litigation in hopes of a quick settlement with no 
intention of ever testing either the strength of its patent or its 
allegations of infringement”)
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Cease and 
Desist Letters

Admissibility of Negotiations
• Are settlement negotiations admissible? 

– Maybe.  There is no “settlement negotiation privilege.”  In 
re MSTG, Inc., 675 F.3d 1337, 1348 (Fed. Cir. 2012).

• Why seek to admit settlement negotiations? 
– Shows defendant’s willful conduct
– Affects damages calculation
– FRAND obligations 
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Duty of Disclosure
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Duty of 
Disclosure

37 CFR 1.56 
• Patent application process is generally not an 

adversarial one
• Duty of candor & good faith in dealing with the PTO
• Includes duty to disclose all known information 

material to patentability
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Duty of 
Disclosure

Who has the Duty of Disclosure?
– Each inventor named in the application
– Each attorney or agent who prepares or prosecutes the 

application
– All persons substantively involved in the preparation or 

prosecution of the application
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Duty of 
Disclosure

What is Material?
• Not cumulative to information already in record and:

– Establishes a prima facie case of unpatentability of a 
claim;

– Refutes or inconsistent with a position the applicant takes 
in (1) opposing an argument of unpatentability or (2) 
asserting an argument of patentability; or

– Compels a conclusion that a claim is unpatentable. 
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Duty of 
Disclosure

How are disclosures 
made?

• Information Disclosure 
Statement (“IDS”)

• Only material information 
must be disclosed
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Duty of 
Disclosure

How long does the Duty of Disclosure last?
• Until the claim is cancelled or withdrawn from consideration, or the 

application becomes abandoned

• Three periods for filing IDS:

– Within three months of patent application filing; 

– After first period, but before mailing of final Office action or Notice 
of Allowance; or

– After second period, but before payment of the issue fee.
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Duty of 
Disclosure

What Happens If There Is a Violation of the 
Duty of Disclosure?
• “[N]o patent will be granted on an application in connection 

with which fraud on the Office was practiced or attempted 
or the duty of disclosure was violated through bad faith or 
intentional misconduct.” 37 CFR 1.56 (a). 

• Failure to disclose can lead to reprimand, probation, or 
exclusion from practice

• Inequitable conduct
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Inequitable Conduct
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Inequitable 
Conduct

What it is
• Affirmative defense to patent infringement suit
• Renders entire patent (and possibly related patents) 

unenforceable
• Cannot be cured even by reissue
• The “atomic bomb” of patent law.  Therasense, Inc. v. 

Becton, Dickinson & Co., 649 F.3d 1276 (Fed. Cir. 2011)
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Inequitable 
Conduct

Seminal case
• Therasense, Inc. v. Becton, Dickinson & Co., 649 

F.3d 1276 (Fed. Cir. 2011)
– Identified overuse of inequitable conduct defense as a 

“plague” that infected most patent disputes, lengthened 
litigation, and sullied reputable lawyers’ reputations

– Clarified that intent and materiality elements are 
independent

– “Tighten[ed] the standards . . . to redirect a doctrine that 
has been overused to the detriment of the public.”
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Inequitable 
Conduct

Elements – proved by clear and convincing 
evidence:
1. Patent applicant knowingly misrepresented or 

omitted material information; 
2. knowing it was material;
3. with the specific intent to deceive the U.S. Patent 

and Trademark Office (PTO)
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Inequitable 
Conduct

Developments since Therasense
The pendulum swings back?
– American Calcar, Inc. v. American Honda Motor Co., 768 

F.3d 1185 (Fed. Cir. 2014)
• Upheld district court’s inequitable conduct finding despite—as 

dissent pointed out — the PTO having reexamined and approved 
the patent in light of the previously omitted information.

– Regeneron Pharm., Inc. v. Merus N.V., 864 F.3d 1343 
(Fed. Cir. 2017)
• Based on plaintiff’s counsel’s misconduct during litigation,

district court drew “adverse inference” as to plaintiff’s intent to 
deceive the PTO.  Federal Circuit upheld.

• Arguably undermines Therasense.  
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Inequitable 
Conduct

Developments since Therasense

– Deep Fix v. Marine Well Containment Co. (S.D. Tex 2020) 
• Prosecuting attorney failed to disclose Y references that 

appeared in International Search Report. 

• Court found failure to disclose references was something that 
prosecuting attorney could not explain given consistent 
disclosure of Y references in 200 prior matters.

• Court found attorney’s prior conduct was clear and convincing 
evidence that patent attorney acted with intent to deceive PTO 
and thus inequitable conduct applied.
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Hypothetical • Patent prosecution attorney, overwhelmed by overseeing 
twenty patent prosecutions at once, fails to disclose a prior 
art publication to the PTO.

• PTO ultimately issues the patent. 
• Years later, patent owner files an infringement lawsuit 

against defendant company which counters the suit by 
arguing that the patent should be invalidated due to 
inequitable conduct.  

• Will this result in sanctions or unenforceability? 
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Duty to Communicate
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Duty to 
Communicate

USPTO Ethics Rule 11.104
• An attorney must explain matters “to the extent reasonably 

necessary to permit the client to make informed decision”  
regarding representation and must: 

– Inform client 
– Consult client
– Comply with requests for information
– Explain limitations
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Duty to 
Communicate

What happens if lawyer fails to communicate?
• Significant percentage of USPTO Office of Enrollment and 

Discipline (OED) and State Bar disciplinary grievances, as 
well as claims for legal malpractice, result from failure to 
disclose or breach of the duty to communicate.

• OED investigation of possible grounds for discipline often 
initiated by the receipt of a grievance. 
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Duty to 
Communicate –
Case Study

In re Tachner, No. D2012-30
• Patent attorney failed to report PTO communications and 

docket due dates. Attorney had used handwritten book and 
white board for organizing application calendar. 
Administrative staff was undertrained and underequipped.

• Applications became abandoned and patents expired due 
to failure to pay maintenance fees. 

• Suspended from practice before USPTO for 5 years after 
failing to cooperate with OED investigation.
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Duty to 
Communicate –
Case Study

In re Nam D. Dao, No. D2015-23 
• Attorney failed to respond to an Office action in client’s 

patent application, causing application to become 
abandoned without the client’s knowledge or consent.  

• Attorney suspended for only six months because OED 
determined that he “owned” his misconduct.
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Duty to 
Communicate –
Case Study

Protostorm LLC et al. v. Antonelli Terry Stout 
& Kraus LLP (E.D.N.Y. June 5, 2015) 
• Malpractice lawsuit in which law firm with a pending 

international application ceased work for its client because 
of unpaid legal fees.

• But the firm failed to communicate that it ceased work to 
the client, who believed all was well with patent application.  

• No communication took place between the firm and client 
for several years.  After the client learned of what it believed 
was an infringement, the law firm advised the client that it 
had not filed the client’s application in the USPTO.  

• Jury ultimately entered judgment for the former client for $8 
million, and the law firm went out of business.
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Duty to 
Communicate

Considerations for In-House Counsel
• Demand that your counsel live up to his or her duty to 

communicate. And when you do, put it in writing.
• If you are dealing with a potential case of attorney 

misconduct, paper trail could prevent issues down the road 
by putting attorney on notice.

• If not, it will certainly serve to establish a case for 
malpractice or OED sanctions. 
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David Silbert has won or favorably resolved cases in state and federal courts across the country. Mr. 
Silbert has successfully represented plaintiffs and defendants in patent cases involving cable television, 
semiconductors, medical devices, recombinant DNA, and numerous other technologies. He has 
defended several national law firms and their partners against claims of malpractice, and represented 
individuals in government and internal investigations. 

Cases of Note 
SUMMIT 6 LLC V .  TWITTE R, INC. 
We represented Twitter in a patent-infringement suit brought by Summit 6 LLC. In prior cases in the 
same court, Summit 6 had obtained large settlements and won an $18 million judgment against 
Samsung. Before the close of discovery, we secured a walk-away settlement for Twitter, with Twitter 
paying nothing. 

BASCO M RE SE ARCH,  LLC V . L INKEDIN CO RPO RATIO N 
We represented LinkedIn in a patent-infringement suit filed by Bascom Research. We obtained a stay of 
discovery pending the Supreme Court’s decision in Alice, then won summary judgment invalidating all 
asserted claims. The victory was chosen by The Daily Journal as one of the year's "Top Defense 
Verdicts." 

UNITE D STATE S E X RE L.  RO BE RT C.  BAKE R V .  CO MMUNITY  HE ALTH SYSTE MS, INC. ,  E T  AL. 
We served as lead counsel for Relator Robert Baker in a qui tam False Claims Act case against 
Community Health Systems. This case alleged the defendants manipulated the Medicaid funding 
program by a scheme which resulted in the illegal receipt of federally funded Medicaid payments. Our 
client sought the maximum amount allowed to a qui tam plaintiff and the United States sought to 
recover damages and civil penalties from the defendants, arising from false and/or fraudulent 
statements, records, and claims of FCA violations. Community Health Systems eventually agreed to end 
the litigation with a settlement of $75 million. 

V S TE CHNO LO GIE S  LLC V .  TWITTE R INC. 
By winning a defense verdict in this federal jury trial, we protected Twitter Inc. from a patent 
infringement suit and $40 million damages claim. Virginia-based VS Technologies had obtained a patent 

David J. Silbert 
Partner 

dsilbert@keker.com 

(415) 676-2261 

Practice Areas 
Consumer & Class Actions, Contract & 
Commercial, Intellectual Property, Securities, 
White Collar Criminal 
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for “an interactive virtual community of famous people,” and sued Twitter over its virtual community 
technology. During the six-day trial, we argued that Twitter's Browse Interests feature did not infringe 
the terms of the patent and that in fact, the patent was invalid. The jury agreed, and found Twitter not 
liable for patent infringement. 

ACACIA ME DIA TE CHNO LO GY V .  CO MCAST CABLE  COMMUNICATIO NS,  LLC 
We defended Comcast Cable Communications, LLC as part of a large joint-defense group handling 
patent infringement claims related to video-on-demand services. The plaintiff, Acacia Media 
Technology, sought hundreds of millions in royalties from more than 40 cable TV, satellite TV, and 
Internet streaming companies, alleging its patents covered virtually all transmission of compressed 
digital video or audio files. After extensive claim-construction proceedings, U.S. District Judge James 
Ware held that the patents were invalid and granted summary judgment for our client and the other 
defendants. The U.S. Circuit Court of Appeals for the Federal Circuit affirmed that judgment. 

CO MCAST CABLE  CO MMUNICATIO NS, LLC V .  FINISAR CO RPO RATIO N 
We won summary judgment dismissing Sunnyvale-based Finisar Corporation’s patent infringement claim 
against Comcast Cable Communications, LLC. We first convinced U.S. District Court Judge William Alsup 
to cut potential damages from $590 million to $140 million, and later to invalidate the data transmission 
patent at issue. Finisar appealed, however the U.S. Court of Appeals for the Federal Circuit affirmed the 
district court’s ruling. 

PLAINTIFF V .  TE LE CO MMUNICATIONS CO MPANY 
We won a complete victory in a multi-million dollar contract dispute involving information-technology 
services. 

TE LEV ISA V .  UNIV IS IO N COMMUNICATIO NS 
We represented Univision, the country's leading Spanish language television network, in a breach of 
contract jury trial. Televisa, a Mexican multimedia conglomerate which supplied Univision with its most 
popular Spanish language programs, attempted to terminate a long-term exclusive licensing agreement 
and sought more than $100 million in damages. The case was settled during trial on favorable terms. We 
also represented Univision in a bench trial which sought declaratory judgment to prevent Televisa from 
broadcasting over the Internet the same highly popular programs that it exclusively licensed to 
Univision.  We won a complete victory at trial. 

UNITE D STATE S V .  MCKE SSO N CO RPO RATION 
We won a complete defense judgment in favor of McKesson after a month-long trial of a qui tam action 
alleging violations of the False Claims Act and Anti-Kickback Statue. The trial victory allowed McKesson 
to avoid paying nearly $1 billion in fines, and to avoid the collateral penalties that government agencies 
can impose on companies found to have paid illegal kickbacks. The Justice Department’s complaint 
charged McKesson with paying kickbacks to a nursing home operator in the form of underpriced 
services, and with submitting “legally false claims” to the government. After we had the whistleblower 
dismissed, a key victory, we then won dismissal of related claims that the nursing home’s supplier 
subsidiary failed to comply with Medicare supplier standards. With the case’s scope significantly 
narrowed, we lead our client through a bench trial which featured 24 witnesses, hundreds of exhibits 
and post-trial briefing. The judge ruled in our client’s favor, vindicating McKesson and its employees. 
This victory was listed by the National Law Journal as one of the year's five most significant trial wins. 

DE PARTME NT O F J USTICE  V .  MAJ O R LE AGUE  BASE BALL  PLAYE RS ASSO CIATIO N 
We successfully represented the Major League Baseball Players Association in its high-profile battle with 
the U.S. government. In August 2009, an en banc panel of the U.S. Circuit Court of Appeal for the Ninth 



 

24   Keker, Van Nest & Peters LLP   |   633 Battery Street, San Francisco, CA 94111-1809   |   415 391 5400   |   keker.com   |   ATTORNEY WORK PRODUCT; ATTORNEY-CLIENT PRIVILEGED  

Circuit ruled that federal investigators unlawfully seized drug-testing records of more than 100 athletes. 
In September 2010, the court issued a revised opinion that upheld its ruling. 

Education 
UC Hastings College of the Law, J.D., magna cum laude, 1994 

Georgetown University, B.A., 1990 

Awards & Honors 
• California Lawyer of the Year, Intellectual Property, Daily Journal, 2017 
• Top Defense Verdict, The Daily Journal, 2016. 
• Top 75 IP Litigators, The Daily Journal, 2011, 2016 
• Listed in The Best Lawyers in America for Intellectual Property Litigation and Patent Litigation, 2012 - 

present 
• World’s Leading Patent Practitioners, IAM Patent 1000, 2015 
• Winning Profiles:  Keker Team Won a $1 Billion Bet for McKesson, National Law Journal, 2013. 

Defeated a high-stakes false claims act case for McKesson. 
• Recommended Attorney, Intellectual Property - Patent litigation, The Legal 500 U.S., 2011 - 2012 
• Northern California Super Lawyer, Business Litigation, 2005-present 

Clerkships 
Hon. Judith N. Keep, Chief Judge, U.S. District Court, Southern District of California, 1995-1996 

Admissions 
California 

Presentations 
"The State of IP Across Industry Verticals," IP Value Summit, 2015 
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Franco Muzzio represents clients in all facets of commercial litigation. Prior to joining Keker, Van Nest & 
Peters, Mr. Muzzio served as a law clerk to the Honorable Virginia A. Phillips of the U.S. District Court for 
the Central District of California and the Honorable Susan P. Graber of the U.S. Court of Appeals for the 
Ninth Circuit. 

Mr. Muzzio graduated from UCLA School of Law, where he obtained a specialization in public interest 
law and policy. Prior to law school, Mr. Muzzio was an English teacher at Central Park East High School in 
East Harlem, New York. He earned an M.S.T. in adolescent education from Fordham University and a 
B.A., with high honors, in English language and literature from the University of Michigan, Ann Arbor. He 
is fluent in Spanish. 

Education 
UCLA School of Law, J.D., 2015 

Fordham University, M.S.T., 2010 

University of Michigan, B.A., 2008 

Awards & Honors 
UCLA School of Law: 

• Order of the Coif 
• Chief Articles Editor, UCLA Law Review 
• Chief Comments Editor, Chicana/o-Latina/o Law Review 

  

Clerkships 
Hon. Virginia A. Phillips, Chief Judge, U.S. District Court for the Central District of California, 2016 - 2017 

Hon. Susan Graber, U.S. Court of Appeals for the Ninth Circuit, 2015 - 2016 

Franco Muzzio 
Associate 

fmuzzio@keker.com 

(415) 962-8839 

 

 



 

26   Keker, Van Nest & Peters LLP   |   633 Battery Street, San Francisco, CA 94111-1809   |   415 391 5400   |   keker.com   |   ATTORNEY WORK PRODUCT; ATTORNEY-CLIENT PRIVILEGED  

Admissions 
California 
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1. Venue: The Rise of W.D. Tex.
2. IPRs: More Risk, Less Reward
3. Alice Motions: Legal & Tactical Trends
4. Foreign Parallel Litigation: Why You Should Care 

About Germany
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Venue



In 2016, just over four years ago …

• Joe Biden was vice president

• Zika was the disease we were all worried 
about

• More than 40% of all patent cases were 
filed in E.D. Tex. – 1759 cases in 2016
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How Things Used To Be



The Patent Venue World Today
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What Happened?

TC Heartland v. Kraft Foods, 137 S. Ct. 1514 (2017)
• Venue in patent cases previously proper in essentially any federal district 
• In TC Heartland, the Supreme Court held:

– Venue for a U.S. company in patent cases is proper only in district where the defendant 
(1) resides (i.e., state of incorporation) or (2) has committed acts of infringement and has 
a regular and established place of business

• Federal Circuit has since held that a “regular and established place of business” requires: 
– defendant have a physical presence in the judicial district.  In re Cray, 871 F.3d 1355 

(Fed. Cir. 2017)
– employees conducting business; merely having computer servers in district not enough. 

In re Google, 949 F.3d 1338 (Fed. Cir. 2020) 
• As a result, E.D. Tex. no longer a proper venue for most U.S. company defendants
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Hon. Allan Albright 
• Appointed by President Trump to W.D. Tex., 

Waco Division
• Took the bench on September 18, 2018
• Long-time patent litigator; took it upon himself to 

make W.D. Tex. a patent litigation destination
– Went on speaking tour entitled:  "Why You Should 

File Your Next Patent Case Across the Street from 
the 'Hey Sugar’”
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What Happened?



Why Patent Plaintiffs Are Flocking To Waco

• Largely transfer-proof venue 
– Austin, TX also in W.D. Tex.
– Virtually every sizeable technology company has a “regular and established place of 

business” in Austin

• Rapid path to trial
– Judge Albright’s stated goal is a faster schedule than PTAB’s IPR schedule (and no stays 

pending IPR, making IPR discretionary denials more likely)

• No early Alice motions  
– Alice motions heard only after claim construction, and then likely denied

• Plaintiff friendly juries 
– When E.D. Tex. banned mock trials, Waco became common stand in
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Implications For Patent Defendants

• No easy exit from Texas 
– If defendant has presence in Austin, venue is likely proper
– Judge Albright highly unlikely to grant motion to transfer under 28 U.S.C. § 1404(a)

• No quick wins
– No Alice-based Rule 12(b)(6) motions; need to wait until after claim construction
– Unlikely to grant Iqbal/ Twombly-based Rule 12(b)(6) motions

• No early crystallization of infringement contentions
– Minimal showing required to justify amendments to contentions (both infringement and 

invalidity)
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Implications For Patent Defendants

• Engaged judge who understands patent law and technology 

• Possible to transfer from Waco to Austin 
– Judge Albright willing to grant intra-district transfers
– Jury venire in Austin more tech savvy and may be less plaintiff friendly than Waco

• Limits on discovery  
– General discovery stayed until after claim construction
– No ESI/ email discovery absent a showing of good cause 

• Likely too popular to remain a “rocket docket”  
– With exponential growth in patent docket and COVID delays, time to trial likely to grow
– Still seeking to hold in person trials in Waco
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Other Venues Post-TC Heartland

• District of Delaware 
– No longer the busiest patent district, but will likely remain in top two given number of 

companies incorporated in Delaware
– Current judges not particularly plaintiff friendly

• Eastern District of Texas
– Still fourth busiest venue, and as plaintiff friendly as ever
– In re Google likely to further reduce number of cases properly venued in district
– BUT foreign companies and U.S. companies with established places of business including 

employees – e.g., companies with offices or stores in Dallas suburb Plano – still subject to 
suit in district

• C.D. Cal. and N.D. Cal.  
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Inter Partes Review



IPR – Quick Review

• What are IPRs? 
– Administrative trial proceeding within USPTO to 

challenge validity of patent claims

– Established in 2011 as part of America Invents Act

– Limited to anticipation and obviousness challenges 
based on prior art patents and printed publications

– Time limit:  must be commenced within 1 year of 
service of complaint for patent infringement
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IPRs – Quick Review

• Benefits for defendants  
– Easier standard for invalidation – preponderance of the evidence

– Tried to administrative judges familiar with patents and validity issues
• Often more comfortable than lay juries with invalidating claims based on obviousness

– Relatively quick – 18 months to final decision

– Potential stay of district court litigation pending IPR

– Relatively high success rate historically
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IPR Trends: More Risk, Less Certain Reward
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 Institution rate

Success rate 

Estoppel



Institution Rate
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Apple Inc., v. Fintiv, Inc. 

• Decided by PTAB March 20, 2020; designated precedential on May 5, 2020
• Six factors to weigh in deciding whether to deny institution due to status of 

parallel district court litigation:

1. whether court granted stay or evidence exists that one may be granted if a proceeding 
is instituted;

2. proximity of trial date to the Board’s projected statutory deadline for a final written 
decision;

3. investment in the parallel proceeding by court and parties;
4. overlap between issues raised in petition and in parallel proceeding;
5. whether petitioner and defendant in parallel proceeding are the same party; and
6. other circumstances that impact the Board’s exercise of discretion, including the merits
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Applying Fintiv

• Sotera Wireless, Inc. v. Masimo Corp. - Stipulation not to pursue 
duplicative grounds in district court can favor institution.

• Snap, Inc. v. SRK Technology LLC – District court stay can favor 
institution. 

• GlobalFoundry v. UNM – IPR instituted in a case before Judge Albright, 
post-Markman, where the final written decision would not issue until three 
months after the district court trial. 
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Implications of Fintiv for Patent Defendants 

• Discretionary institution denials likely to increase – Fintiv factors give PTAB 
lots of leeway

• Time is of the essence
– Patent defendants/ IPR petitioners need to file IPRs ASAP
– No longer viable strategy to delay IPRs so that hearing and Final Written Decision come 

after district court trial

• Stays matter more than ever
– Patent plaintiffs/ IPR respondents will seek out venues/ judges who do not grant stays

• Judge Albright is going to get even busier
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Source: https://www.uspto.gov/sites/default/files/documents/ptab_aia_fy2020_roundup.pdf Keker Van Nest & Peters  | 21

Success Rate – 2020

In 2020 63% of Final 
Written Decisions 
resulted in all claims 
being invalidated, 
compared to 54% in 2019.

However, the invalidation 
rate on a per claim basis 
dropped slightly (from 
72% to 70%).



Estoppel

• IPR estoppel
– After the PTAB issues Final Written Decision, 

petitioner is estopped from arguing invalidity of 
claims based on grounds that the petitioner 
raised or reasonably could have raised in IPR 
proceedings

• Implications for patent defendants
– Think twice about IPRs if lacking good non-

infringement defense
– Need “system” prior art for use in district court in 

event IPR estoppel applies
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Scope of Estoppel

• Paper art and estoppel
– A majority of courts apply estoppel to grounds that were never petitioned.
– Fewer courts apply estoppel only to grounds that were petitioned and instituted.

• System art and estoppel
– Some judges have held estoppel applies to system art that is “materially 

identical” to a prior art publication
– Recent example:  D. Del. Chief Judge Stark, Wasica Finance GMBH v. Schrader 

Int’l, Inc., 2020 WL 1150135 (D. Del. Jan 14, 2020)

• Overall – trend is toward broader application of estoppel 
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Key takeaways:
• IPRs are less likely to get instituted

– Post-institution success rates are higher, but why?

• Need to assess and file IPRs ASAP
• Factors to consider in deciding to pursue an IPR:

– Stipulating not to duplicate invalidity grounds in district court
– Likelihood of stay and extent of district court proceedings
– Availability of non-infringement defense and/or system art that 

is not disclosed in prior art publication
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IPR Trends: More Risk, Less Certain Reward
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Alice Motions



Alice & Its 
Aftermath • 2-step validity inquiry  

– Are claims directed to an abstract 
concept?

– Do claims add an “inventive concept”?

• No “do it on a computer” claims

• No limiting use of abstract idea to 
particular technological environment
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“Stating an abstract idea while 
adding the words ‘apply it’ is not 

enough for patent eligibility.”

Alice Corp. v. CLS Bank Int’l, 
573 U.S. 208 (2014)



Alice & Its 
Aftermath
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Eroding 
Alice • Berkheimer v. HP Inc., (Fed. Cir. 2018)  

– whether claims recite routine, conventional 
activity raised disputed factual issue, precluding 
summary judgment

• Aatrix Software, Inc. v. Green Shades 
Software, Inc., (Fed. Cir. 2018) 
– affirmed Berkheimer at MTD
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The Berkheimer effect
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Eroding 
Alice • MyMail Ltd b. Oovoo, LLC (Fed. Cir. 2019) 

– Where claim construction dispute at 101 stage, 
district court must adopt patentee’s construction 
or construe claims before addressing eligibility

• Cellspin v. Fitbit (Fed. Cir. 2019)
– Patents presumed eligible under 101
– “plausible and specific factual allegations” that 

aspects of claim are inventive sufficient to 
defeat MTD

Keker Van Nest & Peters  | 30



Eroding 
Alice More step 1 rationales:

• Improvement to technology
– Techsec v. Adobe (Fed. Cir. 2020), Packet Intel. v. 

NetScout (Fed. Cir. 2020), Uniloc v. LG (Fed. Cir. 
2020), CardioNet v. InfoBionic (Fed. Cir. 2020)

• Application of an abstract idea “to a new 
and useful end”
– XY v. Trans Ova (Fed. Cir. 2020)

• Method of treatment
– Illumina v. Ariosa (Fed. Cir. 2020)
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Six Years Post-Alice: Takeaways

• Berkheimer & Aatrix make it harder to win § 101 dismissal via 
dispositive motions 

– Early-stage denials without analysis: Noreika, Donato, Alsup, Mazzant, Lynn

• Plaintiffs incentivized to plead “facts” re inventive concept
– “The technology was not well-known at the time of the invention  . . . ”

• Judges may mount additional roadblocks to early Alice motions
– Judge Albright: Alice motions heard after claim construction
– Judge Gilstrap: party intending to file § 101 must serve “Eligibility Contentions”

• Greater uncertainty around eligibility outcomes
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“I spent 22 years on the Federal Circuit and 9 years 
since dealing with patent cases, and I cannot 

predict in a given case whether eligibility will be 
found or not found. If I can't do it, how can bankers, 
venture capitalists, business executives, and all the 

other players in the system make reliable 
predictions and sensible decisions?”
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Six Years Post-Alice: Takeaways

Hon. Paul Michel (ret.)
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Foreign Parallel Litigation



Foreign Parallel Litigation 
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Why should you care 
about Germany?

Because patent 
plaintiffs do



• 3rd busiest jurisdiction for patent litigation 
(after USA and China)

– Approximately 2/3 of European patent infringement 
cases lodged in Germany

– Approximately 20% of all patent cases are filed by 
NPEs (vs. 4%-6% in other European countries)

– 60% of plaintiffs are foreign companies/entities

• Very plaintiff friendly

• Trend of filing German actions in parallel 
with U.S. patent claims
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German Patent Litigation – Key Things To Know



• Bifurcated system – different courts handle validity and 
infringement 
– 12 regional courts have jurisdiction over infringement claims

• Düsseldorf, Mannheim, and Munich most prominent
– Validity challenges handled at German Federal Patent Court or at patent 

office

• Courts don’t move at same speed
– Decision on infringement – approximately 8-12 months
– Decision on validity from Federal Patent Court – approximately 2.5 to 3 years
– Result is so-called German “injunction gap”
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German Patent Litigation – Key Things to Know



German Patent Litigation – Key Things to Know

• Almost No Discovery
– Speeds process and reduces costs
– Ideal if able to establish infringement based on public information; not ideal if 

source code or other non-public information is required

• Low Damages

• No jury trials 

• Injunctions as a matter of right
– Very difficult to convince court to stay pending outcome of validity action

• Loser pays fees and costs – with limits 
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What do if facing German patent suit

• Prepare for an injunction
– Assess/ develop design arounds

• Slow down infringement proceedings 
– E.g., push for court-appointed expert, which can slow proceeding
– Approximately 88% of all claims challenged in the Patent Court are eventually 

revoked

• File invalidity action in jurisdiction with faster track to resolution 
– Great Britain
– Netherlands
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Thank you!
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Matt Werdegar is an experienced trial lawyer who helps his clients navigate complex, intellectual 
property disputes. Mr. Werdegar also is often called upon to assist with high-stakes disputes involving 
breach of contract, fraud, breach of fiduciary duty, and unfair competition claims. Whatever the subject 
matter, Mr. Werdegar focuses on his clients’ ultimate objectives and crafts novel, pragmatic litigation 
strategies to meet those objectives. 

Mr. Werdegar has handled complex intellectual property and civil litigation matters in state and federal 
courts across the country and before the International Trade Commission. He has successfully tried a 
variety of cases to verdict and won favorable decisions before both state appellate courts and the Ninth 
Circuit Court of Appeals. Mr. Werdegar repeatedly has been recognized for his skillful advocacy in 
intellectual property and business cases. He has been listed in Best Lawyers in America for intellectual 
property and patent litigation since 2011. And he has been recognized as a Northern California Super 
Lawyer for business litigation since 2014. 

Mr. Werdegar also dedicates substantial time to a number of community and educational organizations. 
He serves on the board of OneJustice, a California state-wide legal nonprofit dedicated to expanding 
access to legal services to those in need. He also serves as an instructor for Stanford Law School’s trial 
advocacy program. 

Cases of Note 
SYMANTE C V .  ZSCALE R 
We represented Zscaler in parallel infringement suits brought by Symantec in the District of Delaware 
asserting 14 patents against Zscaler’s network-security platform.  We succeeded in transferring both 
cases to the Northern District of California, invalidating several patents on motions to dismiss in District 
Court, and eliminating additional claims in proceedings before the Patent Office. As a result, we settled 
the remainder of the litigations very favorably before trial.  

Matthew M. 
Werdegar 
Partner 

mwerdegar@keker.com 

(415) 676-2248 

Practice Areas 
Antitrust, Consumer & Class Actions, 
Contract & Commercial, Intellectual Property 
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E MC CO RPO RATIO N V .  PURE  STO RAGE INC. 
We defended data storage innovator Pure Storage Inc. in multi-patent litigation filed by its Fortune 500 
rival EMC Corporation in the District of Delaware. EMC’s asserted patents related to various data storage 
technologies, including technology for deduplicating data. We prevailed on two of the five patents in 
suit prior to trial, and obtained a jury verdict of non-infringement as to two others following a seven-day 
jury trial. We then won partial judgment as a matter of law and a new trial on invalidity as to EMC’s one 
remaining asserted patent. Shortly following the court’s order granting a new trial, Pure Storage and 
EMC reached a global settlement. 

CA,  INC.  D/B/A CA TE CHNO LO GIE S  V .  NE W RE LIC,  INC. 
We defended software analytics company, New Relic, Inc. from patent infringement allegations brought 
by enterprise software giant CA in the Eastern District of New York. We won summary judgment of non-
infringement on CA’s principal patent claim. We successfully settled the remainder of the case shortly 
before trial. 

AME RICAN MEDICAL RE SPO NSE INC.  E T  AL.  V .  PARAME DICS  PLUS,  ET  AL. 
We defended Paramedics Plus from American Medical Response’s (AMR) claims of anticompetitive 
unfair business practices. After losing the competitive bidding process for Alameda County’s emergency 
medical services transportation contract to its much smaller rival Paramedics Plus, AMR accused our 
client of violating California's predatory pricing law, Business & Professions Code Section 17043, in its 
bid to win the 911 ambulance contract. Despite a minimal amount of precedent, we were able to 
preserve the statute’s intent, which is to safeguard healthy competition by protecting smaller 
companies from larger rivals. We received a unanimous 12-0 jury verdict in favor of our client. 

PLAINTIFF V .  CE PIA,  LLC 
A toy developer sued our client Cepia for allegedly using misappropriated trade secrets to develop 
Cepia’s award-wining line of ZhuZhu robotic toys. We obtained Rule 11 sanctions for the pleading of 
factually baseless allegations as well as the dismissal of five of the plaintiff’s six claims. Shortly 
thereafter, the plaintiff agreed to dismiss the final claim and issue a public acknowledgement of no 
misconduct and independent development by Cepia. 

TAIWAN SE MICO NDUCTO R MANUFACTURING CO MPANY V .  SE MICO NDUCTO R MANUFACTURING 
INTE RNATIO NAL CO RPO RATIO N 
We represented TSMC against China's then-leading semiconductor manufacturer, SMIC, in the largest 
trade secret misuse case tried to date. SMIC owed its very existence to technology stolen from our 
client.  Following a jury verdict on liability in favor of TSMC, SMIC agreed to pay $200 million in cash and 
approximately $130 million of its company stock. The case serves as precedent for the strong protection 
afforded by California's trade secret statute, even where the actual theft occurred in Asia. 

RE MBRANDT TE CHNO LO GIE S,  INC.  V .  CO MCAST CABLE  CO MMUNICATIO NS,  LLC 
We defended Comcast in a nine-patent case involving high-speed Internet and digital TV services. 
Rembrandt originally filed the case in the Eastern District of Texas, but in conjunction with other co-
defendants, we obtained multi-district consolidation and transfer to the District of Delaware. Based 
upon claim construction rulings, Rembrandt conceded non-infringement of eight of the nine patents, 
preserving only its right to appeal the claim construction as to the ninth. The Federal Circuit then upheld 
the claim construction on that last patent, resulting in non-infringement. We also helped Comcast 
secure an exceptional-case determination and a resulting award of over $10 million in fees and costs. 
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MARITIME  ASSO CIATIO N V .  MINIACE 
We successfully defended an individual in an Employee Retirement Income Security Act (ERISA) action 
brought by her deceased husband’s employer. The employer sought to recoup the $10 million insurance 
proceeds paid to our client upon her husband's death. After a two-week court trial, judgment was 
awarded in favor of our client. The U.S. Court of Appeals for the Ninth Circuit affirmed the judgment. 

CO MME RCIAL PRO PE RTY V .  MO RTGAGE CO RPO RATION 
We represented the owners of a Silicon Valley commercial office building in a dispute over unlawful 
mortgage servicing practices. We won a complete victory at the jury trial, collecting a verdict of $7.5 
million in actual damages plus $30 million in punitive damages. The case was favorably settled prior to 
appeal. 

Education 
Stanford Law School, J.D., 1998 

University of London, M.A., 1993 

Stanford University, B.A., 1991,   

Awards & Honors 
• The Best Lawyers in America for Intellectual Property Litigation and Patent Litigation, 2012 - present 
• Northern California Super Lawyer for Business Litigation, 2014 - present  
• Notes editor, Stanford Law Review, Stanford Law School, 1998 
• Order of the Coif, Stanford Law School, 1998 
• Marshall Scholarship, University of London, 1992-1994 

Clerkships 
Hon. Procter Hug, Jr., U.S. Court of Appeals for the Ninth Circuit, 1999 

Hon. D. Lowell Jensen , U.S. District Court, Northern District of California, 1998 

Admissions 
California 

Professional Affiliations 
• Board of Directors, OneJustice, 2011 - present 
• Volunteer faculty, Stanford Law School Trial Advocacy Workshop, 2014 - present 
• American Bar Association 
• Bar Association of San Francisco 
• Association of Business Trial Lawyers 
• California Supreme Court Historical Society 

Publications 
• Why Trade Wars Won’t Safeguard Trade Secrets, Managing Intellectual Property, 2019 
• "Jury's Still Out on the Impact of the Defend Trade Secrets Act," Inside Counsel, 2017, co-authored 

with Warren Braunig 
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• "One year on: the federal Defend Trade Secrets Act," Daily Journal, 2017, co-authored with Warren 
Braunig 

• "2016 Rulings Shed Light on Software Patent Eligibility Standards," BNA's Patent, Trademark & 
Copyright Journal, 2017, co-authored with Matthias Kamber. 

• "Planning for E-Discovery: Federal courts in California Have Developed New Rules and 
Guidelines," California Lawyer, 2014, co-authored with Ben Hur 

• "3 E-discovery Trends You Can't Afford to Ignore," Corporate Counsel, 2014, co-authored with Ben 
Hur 

• "Grow Your Business, Not Your Legal Bills: Avoid Litigation While Hiring New Talent, Managing 
Customer Data, and Protecting IP," 2011 
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Ajay Krishnan is an experienced litigator who focuses on complex commercial disputes and intellectual 
property litigation. He has tried 11 cases to decision, including four as first chair. His technology clients 
include Comcast, Google, Arista Networks, and Western Digital. 

In 2017, Mr. Krishnan received the California Lawyer Attorney of the Year award in Intellectual Property 
for his work on the groundbreaking copyright and patent case, Cisco v. Arista trial. In 2018, Law 360 
named him a Rising Star in Intellectual Property—a recognition of attorneys under the age of 40; only six 
attorneys nationwide received this distinction.  

Mr. Krishnan also has a thriving pro bono practice, and has litigated numerous civil rights cases in state 
and federal court. 

Cases of Note 
CISCO  SYSTE MS, INC.  V .  ARISTA NE TWO RKS,  INC. 
We defended Arista Networks in this groundbreaking case which raised the important question of 
whether and to what extent functional computer commands merit copyright protection. Cisco accused 
Arista, run by a former Cisco vice president, of copyright infringement for the use of more than 500 
commands used to configure network switches. Cisco also accused Arista of infringing two patents, one 
of which it dismissed before trial. After a two-week trial, the jury returned a verdict in our client’s favor 
on both the copyright and patent claims. 

RO UND RO CK RESE ARCH LLC V . SANDISK CO RPO RATIO N 
We defended SanDisk from numerous patent assertions by Round Rock, including a total of 15 patents 
asserted in two separate litigations in the District of Delaware, and 12 patents asserted in another case 
in the Northern District of California. We prevailed in all adjudicated phases of the Delaware and 
California actions before the parties reached a broad settlement. In the California action, we secured 
final judgment in favor of SanDisk after obtaining a summary-judgment victory based on patent 
exhaustion. In the first Delaware phase, which culminated with a jury trial on two asserted patents, we 
obtained a defense verdict invalidating most asserted claims of both patents, and finding no 
infringement as to the other claims. In the next Delaware phase, a second jury trial was vacated after we 

Ajay S. Krishnan 
Partner 

akrishnan@keker.com 

(415) 676-2267 

Practice Areas 
Contract & Commercial, Intellectual Property, 
Pro Bono 
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obtained summary judgment invalidating claims from a third patent asserted by Round Rock. The other 
patents in the Delaware actions remained pending adjudication when the parties settled. 

RIO T GAME S,  INC.  V .  SHANGHAI  MOO NTO N TE CHNO LO GY CO .  LTD. 
We represented Moonton, a Chinese video game developer, in a lawsuit filed by Riot Games asserting 
claims of copyright and trademark infringement relating to Riot’s League of Legends video game.  We 
filed a motion to dismiss based on the doctrine of forum non conveniens, arguing that Riot should be 
required to pursue its claims in China because its lawsuit was intertwined with and inconsistent with a 
pending Chinese lawsuit filed by Riot’s parent company, Tencent.  The Court granted the motion and 
dismissed the lawsuit. 

TE SSE RA,  INC.  E T  AL. V .  CO MCAST CABLE CO MMUNICATIO NS,  LLC ET  AL. 
We represented Comcast, one of nine Respondents in an International Trade Commission investigation 
initiated by Tessera and its affiliates.  Tessera asserted three semiconductor patents.  We filed a motion 
for summary determination arguing that Comcast commits no violation of Section 337 with respect to its 
rental of set-top boxes and wireless gateways to customers because Comcast does not import those 
products or sell them after importation.  The Administrative Law Judge granted the motion and the 
Commission affirmed.  We also represented Comcast at the evidentiary hearing, which took place before 
the Commission affirmed the grant of summary determination. 

PLAINTIFF V .  LAW FIRM 
We successfully defended at trial an Am Law 50 law firm and one of its former partners against a $100 
million claim. The plaintiff alleged  malpractice and breach of fiduciary duty related to estate planning. 
After an eight-week trial in California state court, we won a complete victory. 

DE RE K TURNE R,  MARI  TO BIN V .  GO LDE N GATE BRIDGE  DISTRICT 
This case stemmed from two individuals who believed the Golden Gate Bridge District’s limitations on 
free speech concerning individuals and small groups violated their constitutional rights. After we 
demonstrated that the restrictions violated the plaintiffs’ first amendment rights; and that allowing 
protests would not increase traffic delays, create dangerous driving conditions, or endanger public 
safety, the court granted our motion for summary judgment. 

KUDE LSKI  SA E T AL.  V .  CO MCAST CABLE  CO MMUNICATIO NS,  LLC 
We represented Comcast in a multi-front patent battle initiated by the Swiss company Kudelski SA and 
many of its affiliates.  Our defense of Comcast included a three-patent International Trade Commission 
investigation relating to interactive television technologies and a five-patent District Court case in the 
Eastern District of Texas, as well as a two-patent counter-offensive, involving content security 
technologies.  The Kudelski entities voluntarily moved to terminate the ITC action near the end of fact 
discovery, and the remainder of the dispute was resolved several months later. 

TE CHNO LO GY DEVE LO PME NT & L ICENSING,  LLC V .  COMCAST CABLE CO MMUNICATIO NS,  LLC E T AL. 
We represented Comcast in a patent suit relating to electronic programming guides that are used when 
watching cable television.  As a result of a series of ex parte reexamination proceedings initiated by 
Comcast and two other co-defendants, the case was stayed for approximately six years and the vast 
majority of the asserted claims were invalidated.  After the stays were lifted, we filed a motion for 
judgment on the pleadings arguing that the patent was invalid because it claimed an abstract idea.  The 
Court granted our motion and the case was dismissed. 
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PLAINTIFF V .  INTE RNE T SE ARCH E NGINE 
We defended a trademark dispute concerning our client's “broad matching” advertising algorithms. The 
case was dismissed before trial. 

E VYSIO  ME DICAL DEV ICE S V . ADVANCE D CARDIOV ASCULAR SYSTE MS 
We represented evYsio Medical Devices in asserting patents for its cardiac stent technology. Prior to jury 
selection, the case became part of a global settlement between Medtronic and Abbott. Our client, the 
inventor of several stents in the suit, received $42 million as part of the settlement. 

CO MCAST CABLE  CO MMUNICATIO NS, LLC V .  FINISAR CO RPORATION 
We won summary judgment dismissing Sunnyvale-based Finisar Corporation’s patent infringement claim 
against Comcast Cable Communications, LLC. We first convinced U.S. District Court Judge William Alsup 
to cut potential damages from $590 million to $140 million, and later to invalidate the data transmission 
patent at issue. Finisar appealed, however the U.S. Court of Appeals for the Federal Circuit affirmed the 
district court’s ruling. 

FO RME R CHIE F E XE CUTIVE  O FFICE R V .  BANK 
We represented a bank’s former CEO in a fraud and breach of fiduciary duty case against his former 
employer. We won two separate petitions before the California court of appeal and ultimately reached a 
confidential settlement. 

DE PUTY SHE RIFF V .  COUNTY SHE RIFF’S  DE PARTMENT 
Over the course of many years, our client wrote letters to the editor of the local newspaper on political 
issues such as drug legalization and gun control. The County Sheriff’s Department disciplined him for 
expressing his views, claiming our client’s opinions reflected poorly on the Department. We partnered 
with the ACLU of Northern California to protect our client’s free speech rights by securing an injunction 
from a federal court in Sacramento. The Department may not discipline him for writing future letters to 
the editor, and must remove its past discipline from our client’s personnel file. 

PACIFIC  NE WS SE RV ICE  V .  CALIFO RNIA DE PARTME NT O F CO RRE CTIO NS AND RE HABIL ITATIO N 
We represented Pacific News Service for twelve years in its lawsuit challenging California's use of 
unnecessary paralytic agent in its lethal injection protocol as a violation of the public's First Amendment 
right to meaningfully witness executions. Our representation ended when Pacific News Service closed its 
business. 

Education 
Harvard Law School, J.D., magna cum laude, 2002 

Rice University, B.A., Electrical Engineering (with specializations in Computer Engineering and 
Bioengineering), magna cum laude, 1999 

Awards & Honors 
• Law360 Rising Star, Intellectual Property, 2018 
• California Lawyer of the Year, Intellectual Property, Daily Journal, 2017 

Clerkships 
Hon. Marsha Berzon, U.S. Court of Appeals for the Ninth Circuit, 2003-2004 
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Admissions 
California 

Professional Affiliations 
Board member, American Civil Liberties Union of Northern California, Board member, American 
Constitution Society (Bay Area Lawyers Chapter),   
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Kristen Lovin represents clients in all facets of commercial litigation, including patent and other 
intellectual property disputes. Prior to joining Keker, Van Nest & Peters, Ms. Lovin served as a law clerk 
to Judge Edward Davila of the U.S. District Court for the Northern District of California, and as the patent 
law clerk to Judge Davila, Judge Lucy Koh, and Judge Beth Freeman. She also served as a law clerk to 
Judge Sharon Prost of the U.S. Court of Appeals for the Federal Circuit. Ms. Lovin was formerly an 
associate with a law firm in San Francisco where she litigated semiconductor and software patent 
infringement actions in district court and before the International Trade Commission. 

Ms. Lovin earned her J.D. from Columbia Law School, her Master's in Computer Science from Harvard 
University, and her A.B. in Electrical and Computer Engineering from Harvard. She is admitted to 
practice before the U.S. Patent & Trademark Office, and prior to law school worked as a Program 
Manager at Microsoft. 

Education 
Columbia Law School, J.D., 2013 

Harvard University, S.M., 2008 

Harvard University, A.B., cum laude, 2008 

Awards & Honors 
Columbia Law School 

• Harlan Fiske Stone Scholar 
• Carroll G. Harper Prize for Achievement in Intellectual Property Studies 
• Julius Silver Note Prize 
• Editor-in-Chief, Science and Technology Law Review 

Harvard University 

• High Honors in Engineering Sciences 

Kristen Lovin 
Associate 

klovin@keker.com 

(415) 962-8846 
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Clerkships 
Hon. Edward Davila, U.S. District Court for the Northern District of California, 2017-2018 

Hons. Lucy Koh, Edward Davila, Beth Freeman, U.S. District Court for the Northern District of California, 
2016-2017 (Patent Law Clerk) 

Hon. Sharon Prost, U.S. Court of Appeals for the Federal Circuit, 2015-2016 

Admissions 
California 

U.S. Patent & Trademark Office 

Prior Experience 
Quinn, Emanuel, Urquhart & Sullivan 

Publications 
• "One Size Does Not Fit All," 14 Colum. Sci. & Tech. L. Rev. 254 (2013) 
• "Empirical Performance Models for 3T1D Memories," 2009 IEEE Int'l Conf. on Computer Design 

(ICCD), 2010, at 398 
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